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UNITED STATES CIRCUIT COURT OF APPEALS 


STANDARD PaAInt CoMPANY v. RuBBEROID ROOFING COMPANY 
AND Att RooFriInc COMPANY. 


Seventh Circuit, January 5, 1915. 


. UNFAIR COMPETITION—DESCRIPTIVE TERMS. 

The supreme court having held that the word “Ruberoid” is 
incapable of protection as a trade-mark because descriptive of the 
goods, being a mere misspelling of “Rubberoid,” in a suit for un- 
fair competition by the misleading use of the word “Rubberoid,” the 
latter was held to have acquired a secondary meaning as a trade- 
mark, to indicate the origin of the plaintiff's goods. An injunction 
was granted which forbade the defendants to use either word or any 
similar word, in any way not clearly descriptive of the goods. 

. Un¥FAtR COMPETITION—INTENT. 

The plaintiff having made clear his property rights in the trade- 
name “Ruberoid,” on proof that the defendants had not used the 
word “Ruberoid” as an adjective, descriptive of the quality of the 
goods, but as a noun, the court held that wilful intent to mislead the 
public had been established against both defendants, the manufacturer 
who thus labeled the goods and the dealer who offered them for 
sale. 

. UnFarr Comretition—CorporaATe NAMES. 

A dealer, one of the defendants in a suit for unfair competition, 
had adopted as a part of its corporate name a descriptive term, in 
which the plaintiff, a manufacturer, had acquired valuable rights by 
long use thereof. In stationery and advertising matter, the dealer 
had caused this element of its corporate name to be printed so 
prominently that it appeared to be a trade-name. An injunction was 
ing that a statement be inserted in all advertising and stationery bear- 
granted, prohibiting any use of this word as a trade-name, and order- 
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ing the corporate name of this defendant to the effect that the goods 
it sold were not those of the plaintiff. 
4. UNFain COMPETITION—EVIDENCE. 

Evidence of actual sales, in making which the defendant showed 
his willingness to palm off his goods for those of the plainui, 
although made to witnesses who were not deceived but were acting 
for the plainiff, is suficient proof of unfair competition. 


In Equity. On appeal from a decree for the defendant. 
Reversed. 


Kenyon and Kenyon of New York City, (dian D. Kenyon 
of counsel), and II”. Clyde Jones, of Chicago, IIl., at- 
torneys for plaintiff. 

Clarence E. Pope and H. F. Driemeyer, both of East St. 
Louis, Mo., attorneys for defendant. 


Before BAKER, SEAMAN and Mack, Circuit Judges. 


Mack, Circuit Judge—This is an appeal from a decree dis- 
missing a bill of complaint for want of equity. Unlike the suit 
brought by the complainant in the Eighth Circuit (Standard Paint 
Co. v. Trinidad Asphalt Co., 220 U. S., 446 [ Reporter, vol. 1, p. 
10], affirming 163 Fed. 452), it is based solely upon alleged un- 
fair competition. 


No attempt is made to reopen the question determined by 
the supreme court that the word “Ru-ber-oid” is a misspelling 


of rubberoid and, as such, is descriptive and, therefore, in its 


ptimary signification, not susceptible of exclusive appropriation 
as a trade-mark. The further decision that, on the evidence 
presented by the record in the Trinidad case, unfair competition 
had not been established, settled solely a question of fact, and, 
therefore, is without binding force in the solution of a similar 
question in this case. 

Appel'ee, Rubberoid Roofing Co., is a dealer, not a manu- 
facturer. It was organized with a capital stock of $1,000 after 
the decision of the circuit court of appeals in the Trinidad case: 
prior thereto its organizer and principal stockholder had been 
engaged in business for a number of vears under other corporate 
names, marketing the identical flexible or rubberoid roofing 
material, under the brands “Century,” “Mutual” and ‘Victor.’ 
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Appellee, All Roofing Co., an independent corporation, manufac- ; 
tured and labeled the material for all of these corporations. f 

It is now well settled that descriptive words, like geographical 
and proper names, may acquire a secondary signification and, 
in that meaning, are the subject matter of ownership to be pro- 
tected against unfair competition. Reddaway v. Banham, 1896, 


A. C., 199; Williams v. Mitchell, 106 Fed., 198. : 
And, while the mere use of the descriptive word or of some 

word closely resembling it (rubbero for rubberoid) will not of 
itself constitute unfair competition. 
{ 
























“The manufacturer of particular goods is entitled to protection of 
the reputation acquired against unfair dealings. * * * ‘The essence of 
such a wrong consists in the sale of the goods of one manufacturer or 
vendor for those of another.” (Trinidad case, supra.) 





The evidence before us clearly establishes that the word 
“Rubberoid,” recently changed to “Ru-ber-oid,” had long before 


a a ohn ar niin i" es 


the commencement of these proceedings acquired a secondary 
signification in connection with flexible or prepared roofing, as 
indicating roofing of appellant’s manufacture. Appellant and 
its predecessor in the business and title had used the word as 
a trade-name since 1892. Flexible roofing is not a patented ar- 
ticle; it is produced by many manufacturers, none of whom, 
except appellee and the Trinidad Co., had designated it by the 
trade-name rubberoid or any similar name. 

Every manufacturer or dealer, including three corporations 
controlled by the principal! stock holder and organizer of appellee, 
Rubberoid Roofing Co., had some other distinctive trade-name 
cr brand for its flexible or rubberoid roofing. While this gen- 
eral acquiescence in appellant's claim of exclusive rights may 
have been due to its registration in 1901 of the word “Ruberoid”’ 
as a trade-mark, yet, inasmuch as appellant was therein appar- 
ently acting honestly and not fraudulently, it cannot on that ac- 
count be deprived of protection against unfair competition. 

If appellee used the word rubberoid merely as descriptive of 
its roofing, there could be no cause of complaint. But it goes 
further; it designates its product not adjectively and descriptively 


PORTO Rrra He 


as a rubberoid roofing, but substantively and by a trade-name as 
“Rubberoid.”. The noun Rubberoid, not the adjective, is ex- 
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pressly claimed to be the brand of its roofing. In one of the 
letters in evidence it speaks of “Our Rubberoid Brand Roofing.” 

The evidence clearly demonstrates that the use of the word 
as a trade-name or brand was not adopted innocently and in 
ignorance of appellant’s rights or continued in a way clearly to 
differentiate the two products, but that it was done wilfully and 
fraudulently, with full knowledge of the secondary signification 
that the word had acquired, with the intent 


“and in a manner calculated to mislead the public with respect to 
the origin of the goods and thus to invade the right (of appellant) to 
the use of the name or term as a designation of (its) merchandise.” 
Davids Co. vy. Davids, 233 U. S., 461 [Reporter, vol. 4, p. 175]. 

The decision in the Trinidad case (supra) furnishes no 
justification for such acts. The court there found as a fact 
that, although the word rubbero was used as the name of an 
article, there was no unfair competition; that the defendant 
therein did “not use the word rubbero in such a way as to 
amount to a fraud on the public.” 

Appellee in the instant case, however, not merely adopted 
the well established trade-name of appellant’s product to desig- 
nate its roofing, but it did so with the intent to induce the belief 
that it was handling appellant’s goods. 

When “Ru-ber-oid” was requested, it and its dealers sup- 
plied its “Rubberoid” brand; it evasively failed to answer specific 
questions of a prospective customer as to whether its goods, 
sold at a much lower price, were identical with those manu- 
factured and sold by appellant; it misappropriated, altered, and 
misused a testimonial letter given on behalf of appellant’s roofing. 
It is immaterial that, in some instances, the purchasers were not 
in fact deceived because they were acting on behalf of appellant 
for the very purpose of securing positive proof of appellee’s 
willingness, when the opportunity presented itself, to palm off 
its goods as those of appellant. 


The corporate name, Rubberoid Roofing Co., was adopted 
to obtain the benefit of the decision that “Ruberoid” was not 
a trade-mark. If the new company had dealt fairly with the 
public and its competitors in the sale of an article which could 
properly be described as rubberoid roofing, even though in fact, 
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as the evidence in this record clearly shows, it ordinarily was 
described as rubber roofing or flexible roofing, the corporate 
name, in and of itself, would furnish no ground for complaint; 
the use therein of the word Rubberoid could well be descriptive 
and, as this court held in the recent case of Keystone Oil & 
Manufacturing Co. v. Busby, Oct. 6, 1914 [Reporter, vol. 5, p. 
130], such use would not constitute unfair competition. 

Appellee, however, has gone further. It has so printed 
the word Rubberoid in its corporate name, on circulars, letters 
and labels as to make this word appear as its trade-name. 

Under all of these circumstances appellant is entitled 
to such relief as will afford it adequate protection in its prop- 
erty rights. Chickering v. Chickering, 215 Fed., 490 [Reporter 
vol. 4, p. 279]. In so far as the decision in Walter Baker & Co. 
v. Gray, 192 Fed., 921 [ Reporter, vol 2, p. 141], is inconsistent 
with the views expressed by this court in the Chickering case and 
in the case of Walter Baker & Co. v. Slack, 130 Fed., 514 (cited 
with approval in Herring Safe Co. v. Hall’s Safe Co., 208 U. S., 
554, 559), we must decline to follow it. 

The appellees should be enjoined from using the word 
Rubberoid or Ru-ber-oid or any smilar name as the trade-name 
or brand of the Rubberoid Roofing Company’s roofing or as 
part of such trade-name or brand, or from using such word 
descriptively in circulars, letters, advertising or labels, in ref- 
erence to such roofing material, in any way that does not clearly 
indicate that such use is merely descriptive. Appellee, Rubber- 
oid Roofing Co., should further be enjoined from so using the 
word Rubberoid in its corporate name, on circulars, letters, ad- 
vertising or labels, as to emphasize such word in relation to the 
other words in its name or as to indicate that such word is the 
brand or trade-name of its product and, for the reasons stated 
in the Keystone case, supra, it should be required clearly to 
state on all letters, circulars, advertising and labels on which 
its corporate name appears, in effect, that its roofing product is 
not that of the Standard Paint Co. 

The decree of the district court is, therefore, reversed, with 
directions to enter a decree in accordance with the views herein 
expressed. 
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Coca-CoLa Company v. GLEE-Not BorrLinc CoMPANy, et al. 
(221 Fed. Rep., 51) 
Fifth Circuit, March 8, 1915. 


Suits For UNFAIR COMPETITION—I MITATION OF CON’TAINERS—EVIDENCE. 

Mere similarity in the size, shape, color and general appearance 
of bottles containing two competing beverages, when bottles of this 
type are in general use as containers of such beverages, and similarity 
in the position and style of script in which the identifying names are 
blown into the respective bottles are not sufficient to sustain a charge 
of unfair .competition. 


In Equity. On appeal from a decree of the United States 
district court for the eastern district of Louisiana in favor 
of the defendants. Affirmed. 

Harold Hirsch, of Atlanta Ga., and John May, of New Or- 
leans, La. (Candler, Thompson & Hirsch and A. W. 
Candler, all of Atlanta, Ga., and Fred S. Weis, of New 
Orleans, La., on the brief), for appellant. 


Henry P. Dart, of New Orleans, La. (Dart, Kernan & 


Dart, of New Orleans, La., on the brief), for appellee 
Glee-Nol Bottling Co. 
Edward P. Foley, of New Orleans, La., for appellee Grosz. 


Before PARDEE and WALKER, Circuit Judges, and SHEPPARD, 
District Judge. 


WALKER, Circuit Judge—We concur in the conclusion 
reached by the district court that the evidence adduced was 
insufficient to furnish substantial support for the claim of unfair 
competition made by the bill. Bottles of the same size, shape, 
color, and general appearance as those commonly used as con- 
tainers of the two drinks in question, that of the plaintiff, Coca- 
Cola, and that of the defendant company, Glee-Nol, are in gen- 
eral use as containers of many other drinks which are similarly 
dealt in. The name of the defendant company’s drink is not 
at all like that of the plaintiff's. The one drink is not like the 
other in either taste or odor. There are many other drinks on 
the market which have practically the same color as that of each 
of these two. There was no evidence at all having a tendency 
to prove that the defendant in any way undertook to mislead 
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the dealers to whom alone it sells its drink, or to induce them to 
substitute Glee-Nol for Coca-Cola when the latter was called 
for; and there was no evidence of any conduct of the defendant 
company from which it could be inferred that anything it did 
amounted to an imitation of any distinguishing feature of the 
plaintiff's product or was intended to, or in fact did, beguile 
the public or any part of it into buying Glee-Nol under the im- 
pression that they were buying Coca-Cola, unless such evidence 
is found in that which went to prove that the name Glee-Nol 
was blown into the same parts of the bottles containing it at 
which the name Coca-Cola is found blown into the bottles gen- 
erally, but by no means universally, used by the distributors of 
that beverage, and that the letters forming the name Glee-Nol, 
where it appears on the bottles used by the defendant company, 
are of a style of script or type made in imitation of written let- 
ters similar to that used in displaying the name Coca-Cola on 
the bottle containing it. 


The evidence failed to show that, prior to the time of the 
defendant company’s selection of the places on its bottles at 
which the name of its drink was blown in, corresponding places 
on their bottles had been in such general and exclusive use for 
the same purpose by the distributors of the plaintiff’s drink that 
the mere presence of a word, without regard to what it was, 
blown at those places into such bottles as the plaintiff’s drink 
was generally marketed in, had come to be accepted generally 
or to any appreciable extent as a ready means of identifying 
the beverage which a bottle contained as Coca-Cola and dis- 
tinguishing it from any other beverage similarly served. And it 
was not made to appear that the use by the defendant company 
of the same style of script as that used for the name Coca-Cola 
on the bottles containing it, resulted in there being any resem- 


blance between the two names as they were respectively displayed 


other than such as exists between two written or printed words 
which are wholly different, except in so far as a letter or letters 
common to both are alike. The impression made by the evidence 
as a whole is that the respective products of the plaintiff and 
the defendant company, and the ways they are put up, are unlike 


in sO many respects and are so readily distinguishable, and the 
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points of resemblance are so few and of a kind so unlikely to 
create confusion, as to negative the conclusion that there was 
an imitation which was either intentional or deceptive and to in- 
dicate the improbability of any one being deceived into accept- 
ing Glee-Nol when he calls for Coca-Cola, unless he is so utterly 
unobservant when he gets and consumes such a beverage that 
a deception might with equal success be practiced upon him, 
whether there is or is not a resemblance in any identifying par- 
ticular between what he calls for and what he gets. A charge 
of unfair competition cannot be sustained by such evidence. 
“The essence of the wrong in unfair competition consists in the 
sale of the goods of one manufacturer or vendor for those of 
another, and if defendant so conducts its business as not to palm 
off its goods as those of complainant the action fails.” Howe 
Scale Co. v. Wyckoff, Seamans & Benedict, 198 U. S., 118, 140; 
25 Sup. Ct., 609, 614 (49 L. Ed., 972) ; Coca-Cola Co. v. Bran- 
ham et al. (D. C.) 216 Fed., 264 [ Reporter, vol. 4, p. 469]. 


The decree appealed from is affirmed. 


DIAMOND SALT COMPANY vy. WoRCESTER SALT COMPANY 
Second Circuit, February 9, 1915. 
(221 Fed. Rep., 66.) 


. Unfair ComMpetiTion—DEscripTiveE TERMS. 

Where a descriptive term has acquired a secondary meaning, as 
denoting the goods of one person or firm, whether the original con- 
notation of that word in connection with those goods was descrip- 
tive or not is immaterial, in a suit for unfair competition. 

. Suits FoR UNFAIR COMPETITION—EVIDENCE—RELIEF. 

A decree declaring a trade-name entitled to protection limited in 
territorial extent was modified by striking out the territorial limits of 
protection, because the use of the name was found to have been 
nation-wide. 

. SUITS FOR UNFAIR COMPETITION—DEFENSES. 

A decree dismissing a suit for unfair competition because of mis- 
leading advertising by the plaintiff without prejudice to his bringing 
another action whenever he could come into equity with clean hands, 
was sustained on appeal, as the plaintiff's wrongdoing had no con- 
nection with the name sought to be protected. 


Archibald Cox and Robert W. Byerly, both of New York 
City, for complainant. 
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Bassett, Thompson & Gilpatric, of New York City (Edward 
M. Bassett and JVilson IV. Thompson, both of New 
York City, of counsel), for defendant. 


(For opinion of the court below, see post, p. 230.) 
Before LAcomE, Coxe, and Warp, Circuit Judges. 


Warp, Circuit Judge—We do not think it necessary to add 
much to the careful opinion of Judge Learned Hand in this case. 
It makes no difference what the word “Shaker” in connection 
with salt originally meant; that is, whether it was salt to be used 
in a shaker or salt made by the religious sect known as Shakers. 
It is a descriptive word, which has been shown to have obtained 
a secondary meaning as salt made by the complainant. 

We do not agree that protection of this trade-name shall be 
restricted, as it has been by the decree of the court below, 
to that part of the United States north of the thirty-eighth par- 
allel and east of the 102d meridian. There have been cases where 
a trade-name has been protected only in limited territory, but the 
proofs show that the salt business of both parties to this suit is 
nation-wide. 

Although there is no decision of the supreme court giving 
to a complainant who has been guilty of untrue or misleading 
advertising a /ocus penitenti@, as has been given to the complain- 
ant, there are some decisions in the lower courts to this effect. 
Moxie Case (C. C.) 153 Fed., 487; IV’. A. Gaines & Co. v. Turn- 
er-Looker Co., 204 Fed., 553; 123 C. C. A., 79 [Reporter, vol. 3, 
p. 311]. There is in this case no untruthfulness or deception 
in the name itself, but only in part of the complainant’s advertis- 
ing. We think it entirely equitable that the bill should be dis- 
missed, not absolutely, but without prejudice to the right of the 
complainant hereafter to file a new bill, if it shall have shown 
that all untruthful advertising to the effect that its salt is ab- 
solutely pure and free from any gypsum has been abandoned. 

The decree, modified by striking out the territorial limita- 
tion, is affirmed. 


|For copy of the decree under review, see post, p. 216. 
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UNITED STATES DISTRICT COURT 


DIAMOND CrystAL SALT COMPANY V. WORCESTER SALT COMPANY. 
(221 Fed. Rep., 66.) 


Southern District of New York, December 12, 1913. 
UNFAIR COMPETITION—LESCRIPTIVE TERMS. 

Where a descriptive term has acquired a secondary meaning, as 
denoting the goods of one person or firm, whether the original con- 
notation of that word in connection with those goods was descriptive 
or not is immaterial, in a suit for unfair competition. 

Suits FoR UNFAIR COMPETITION—EVIDENCE—RELIEF. 

Where the evidence in a suit for unfair competition showed the 
plaintiff to have acquired the right to the exclusive use of the name 
“Shaker” for salt, within certain territorial limits, the decree of the 
court asserted that the plaintiff was entitled to have this right pro- 
tected within the boundaries suggested by the testimony 

. Suits FoR UNFAIR COMPETITION—DEFENSES. 

Where the plaintiff in a suit for unfair competition was shown 
from its advertising to have misrepresented the merits of its own prod- 
uct, a bill of complaint asking for trade-name protection was dis- 
missed, because equity will not protect a trade built up by fraud. 

The dismissal was not, however, on the merits, but was without 
prejudice to the plaintiff's right to bring another action when a rea- 
sonable time should have elapsed after abandonment of the fraudulent 
advertising. 


In Equity. On final hearing. 


This is a bill in equity to enjoin the defendant from the use 
of the words “Shaker Salt’ and from using a red carton to hold 
its salt. Both parties are the manufacturers of table salt of 
exceptional purity, but each, like the manufacturers of most 
table salt today, uses a harmless adulterant introduced for the 
purpose of preventing its caking, consisting of one per cent of 
carbonate of magnesia. The complainant’s salt proper is purer 
than that of any other salt upon the market, owing to the elimi- 


nation of all but one-third of one per cent of gypsum or sulphate 
of lime, as against one per cent found in the defendant’s salt 
and other quantities up to about 2 per cent found generally in 
the market. 


In 1902 the complainant began putting up its salt in two- 
pound cardboard cartons with a spout at the top, about five 
inches high and three inches in diameter, in black and white, 
with a picture of a salt shaker and the words “Prepared Shaker 
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Salt * * * is scientifically made and owing to the process 
through which it passes is exceptionally fitted for table use in 
shakers and cellars.’ The complainant discontinued this the 
same year and from 1902 to 1904 sold its table salt in a carton 
of the same size, with a make-up the dominant color of which 
was red, in which much of the type was the same, as for ex- 
ample, “Prepared Shaker Salt for shakers and cellars,” but in 
which the phrase “Shaker Salt” was in large letters. From 1905 
to 1910 the complainant used still a third make-up, the dominant 
color in that being likewise red. In this, however, the word 
“prepared” was omitted and the words “Shaker Table Salt” 
were substituted for “Shaker Salt” on the front of the package. 
In 1910 the complainant adopted a fourth make-up, in which 
there was a radical change, for although the color was even 
more dominantly red and the phrase “Shaker Salt’ and “Shaker 
Table Salt” was maintained, all pictures of a salt shaker were 
eliminated and there was substituted in the place of each a pic- 
ture of a Shaker woman in the well-known garb of that order. 
The plaintiff's trade meanwhile had extended to large propor- 
tions, owing, probably, in great measure to assiduous and ex- 
tensive advertising. At the end of 1903 the sales had not 
reached a million pounds, by the end of 1905 they were nearly 
two million, at the end of 1907 nearly five million, by the end 
of 1909 over six million, and when suit was brought in 1911 
they had nearly reached nine million pounds. Meanwhile, during 
the five years following January 1, 1907, the complainant had 
spent nearly $150,000 in widespread advertising. 

These advertisements uniformly used the term ‘Shaker 
Salt,” which was always the most conspicuous part. They ap- 
peared in the largest weeklies and there was a very thorough 
circularization of the retail grocery trade. Along with the other 
merits of the complainant’s salt it was asserted that it was free 
from gypsum, which was a dangerous impurity and a harmful 
thing to eat, because it was insoluble, because the human system 
could not digest or assimilate it, because it often caused serious 
sickness, and because it was the basis of some disease of the 
spleen, kidneys and liver. It was further asserted that all other 
sa'ts contained gypsum, sometimes going as high as two per cent, 
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and that consequently the complainant's salt was the only one 
absolutely free from this dangerous impurity. This is the sub- 
stance of the advertisements, though their form was very varied 
too great to set forth in detail in this place. 

The defendant has sold a table salt since the year 1876, of 
which there were two brands, “Worcester” and “Manhattan.” 
In 1892 it began to make and sell an “Ivory” table salt, in a 
four-pound green cylindrical cardboard carton. In 1897 they 
first used the harmless adulterant and changed the name to 
“Ivory Prepared” or “Ivory Compound” Salt. From 1900 to 
1907 they sold an “Ivory Prepared” salt in a green, square, paper 
two-pound box, and from 1903 to 1907 simultaneously with the 
same, they sold it in a white square wooden two and one-half 
pound box. At the time of their sale each make-up was strik- 
ingly similar to the make-up of a similar salt sold by compet- 
itors. In 1907 the green four-pound carton was discontinued 
and they began selling the salt in a red cylindrical two-pound 
carton, the outside of which contained an elephant’s head, the 
words “Ivory Salt” and which had for its dominant color, red, 
a color which, however, the defendant had previously freely used 
for advertising purposes. In 1gt1, having for four years used 
this make-up, they added the words “Shaker Salt” and the com- 
plainant at once began suit. 

The complainant has taken proof from a great many whole- 
sale and retail groceries all over the country east of the one hun- 
dred and second meridian and north of the thirty-eighth parallel, 
and many witnesses have sworn that the phrase “Shaker Salt” 
in 1911 meant salt made by the complainant. They have also 
shown several instances in which actual confusion has arisen 
from the sale of the defendant’s salt upon orders asking for 
“Shaker Salt.” To offset this, the defendant has proved the 
sale of five shaker salts since the complainant’s make-up went 
into use. All of these but one, however, were oustide of the 
region in question and that one, which was in Kansas, the com- 
plainant has shown to have been discontinued at its own demand. 


The defendant also called several witnesses to prove that the 
phrase “Shaker Salt” still remained descriptive, as it had been 


















DIAMOND CRYSTAL SALT CO. V. WORCESTER SALT CO. 219 





at the start, and that it meant any salt which was suitable for 
use in salt shakers so-called. 

Upon its general make-up the defendant put in evidence 
several cartons of salt, for the most part four-pound, but in 
two instances two-pound, which had a dominant red color and 
had been used as containers for salt, from which it insisted 























that the general character of the make-up could not lead to con- 
fusion. 
The defendant likewise insisted that the complainant’s ad- 
vertisements were delusive and a fraud upon the public. To 
support this, they called Prof. Chandler and Dr. Wiley. Prof. 
Chandler swore that the amount of gypsum contained in the 
salt would never do anyone any harm and that the claims made 
by the complainant to the contrary were nonsense. Dr. Wiley 
was not prepared to say that the amount of gypsum in ordinary 
salt might not have a deleterious effect upon the human system, ) 
requiring extra energy to eliminate the waste. He did, how- | 
ever, regard some of the complainant’s advertisements as mis- ) 


leading. | 
To rebut this, the complainants called a biological chemist | 

and food expert, Prof. Robinson, who swore that in his opinion, 

even in such minute quantities as was contained in salt, gypsum 

might have a deleterious effect upon the human body and might 

even remotely contribute to some diseases of the kidneys. 






Archibald Cox, of New York City, for the complainant. 
Bassett, Thompson & Gilpatric, of New York City; Edward 

M. Bassett and Wilson W. Thompson, both of New 
York City, for the defendant. 









Hanp, D. J.—I think that in 1902 the phrase “Shaker Salt” 
was a descriptive term; it meant salt suitable for shakers. The 
word “Shaker” was new to me and I find it is new to many 
people, but the proof shows unquestionably that it describes a 
well-known article, and the complainant’s first make-up (Exhibit 
D-32) proves beyond question that at that time they were using 
the word descriptively; indeed it was not until 1910 that the 
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descriptive connotation was entirely eliminated. At the present 
time the word “Shaker” on the complainant’s make-up, so far 
as it is descriptive at all, suggests the religious order, not the 
table utensil. Yet all cases of secondary meaning presuppose that 
the protected term was originally descriptive. The question is 
always one of fact and resolves itself into whether the phrase has 
eventually lost its descriptive meaning, and has come to indicate 
some one’s manufacture, even though that some one is anony- 
mous. Courts will control the use of the English language by 
others when an uncontrolled use results in a diversion of a man’s 
honest business. “There is no inherent right to say anything 
at all times and to all people under all circumstances,’ as Lord 
Halsbury said in Reddaway v. Banhan, 13 Reports Patent Cases 
at p. 224. Upon the issue of secondary meaning complainant’s 
proof is overwhelming. All the wholesale or retail grocers called 
in the case, except Dusenberry, testified that they understood the 
phrase “Shaker Salt” to mean the complainant’s salt. They were 
drawn from all over the country east of the one hundred and 
second meridian and north of the thirty-eighth parallel, nor was 
there any substantial contradiction of the fact. Even Benedict, 
the defendant’s president and general manager, confessed the 
case when he said that he would not allow a salesman to sell 
his “Ivory” salt when asked for Shaker Salt, except to a person 
who knew the salesman to be one of the defendant’s own. Of 
course, there could be no harm in selling “Ivory” salt when asked 
for Shaker Salt unless Shaker Salt had some proprietary sig- 
nificance. His natural feeling to the contrary was only the 
index of his belief that Shaker Salt did indicate some particular 
person, and his explanation that it might indicate some ambig- 
uous dealer was an obvious subterfuge. Again, Paar, who was 
a competitor and presumably hostile, had himself conceded in 
1909 that the use of the phrase “Shaker Salt” by his own com- 
pany was improper, and on the deposition he unconsciously 
slipped into the proprietary use of it during his cross-examina- 
tion. Dusenberry, likewise unconsciously, showed his under- 
standing and he entirely failed to produce a single order, al- 
though he said he could do so, asking for Shaker Salt. I there- 
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fore conclude that within the limits which I have mentioned, 
the secondary meaning of the phrase is established. 

As to the general make-up, I am with the defendant, as I 
was upon the hearing. J believe that the defendant is now 
deliberately attempting to pirate the complainant’s trade and 
I suspect that the change in 1907 to the two-pound red carton 
was a part of that effort, but of that I cannot be sure. How- 
ever that may be, until they used the word “Shaker” the plain- 
tiff did not object and I take that as some evidence, though of 
course not conclusive, that they did not think there was any 
danger of confusion between the two make-ups. Red is a com- 
mon enough color and there have been at least two other red 
cartons of that size for salt for table use and more than two 
four-pound cartons. The color was very convenient in con- 
junction with the word “Shaker,” because people who are used 
to the “Shaker” make-up, might be put on their guard, if “Shaker 
Salt” came in another color, but without the word “Shaker” I 
do not think they would confuse the two. In any event, the 
trade has been used enough to red cartons to prevent the plain- 
tiff from having any monopoly of that color. 


The most troublesome question in the case remains; the 
defense arising from the statements in the plaintiff's advertising. 
As a matter of expert opinion I believe that Dr. Chandler is 
probably right when he says that the whole outcry about the 
dangers arising from gypsum is nonsense. The worst table salt 
apparently has no more than two per cent and the amount one 
gets into one’s system with the salt one eats is very trifling indeed. 
People have become morbid about the danger from food and 
imagine dreadful calamities in all sorts of harmless things; the 
plaintiff, which had, in fact, the purest salt on the market, ex- 
ploited this fear to the utmost. However, there is very re- 
spectable authority the other way. I certainly cannot overlook 
Dr. Wiley’s unwillingness to say that gypsum, even in such minute 
quantities as was present in common table salt, might not be an 
impurity of genuine consequence to health. Dr. Robinson goes 
much further and even bears out the claims of the plaintiff that 
it might be the cause of diseases of the kidneys, spleen and 
liver. Therefore, in so far as the statements in the advertise- 
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ments only mentioned the evil effects of gypsum in the quan- 
tities found in most salts, I should not find them fraudulent. 
The plaintiff was entitled to accept as true any honest expert 
opinion on the subject, Siegert v. Gandolfi, 149 Fed. R., 100, 
103; The Moxie cases, 151 Fed. R., 202; 152 Fed. R., 493; 153 
Fed. R., 487. 


A worse part of the plaintiff's advertising is its statements 
about its own salt. Some of these are perhaps within the facts; 
as when it says its salt has been found best by official tests, (the 
word “government,” actually used, being no doubt misleading, 
but not seriously), or when it says that its salt is over 99 per 
cent pure. Even when it says that its salt is free from gypsum 
and that the process removes the gypsum, I should not be dis- 
posed to quarrel because one-third of one per cent of gypsum 
remained in the salt, especially when those statements are made 
in immediate conjunction with a statement of the percentage 
of purity. At most such statements are ambiguous. There are, 
however, scattered all through this huge mass of advertisements, 
a good many statements which, as it seems to me, no amount of 
kindly interpretation can justify or even palliate; I have noted 
a good many of them on the margin. (') There are, more- 
over, numberless claims that the gypsum has been “removed” and 
that the salt is “free” from gypsum. 


(1) 1. “Shaker salt is the only table salt that doesn’t contain a per- 
centage of gypsum” (Ex. 41, pp. 28, 76 & 77). 

2. “According to government statistics you eat about this much (20 
ounces) gypsum every year if you use any salt” but ours (Ex. 41, pp. 
24-25, 74, 75). To eat 20 ounces of gypsum with the defendant’s salt 
you must eat about 2,000 ounces, or 125 pounds. 

3. “Shaker salt is the only table salt that is absolutely free” etc. (Ex. 
4I, pp. 26, 27). 

4. “Every other table salt in existence contains a percentage of 
gypsum” (Ex 4I, p. 29). 

5. “No gypsum in it” (Ex. 41, pp. 46, 53). 

6. After saying that the salt is 99.7% pure: “This dread impurity 
is entirely eliminated” etc. (Ex. 41, p. 53); (the .3% is certainly here 
stated by inference not to be gypsum). 

7. “Our own process is the process that removes all gypsum” (Ex. 
4I, pp. 56, 78). 

8. “Every particle of gypsum” (Ex. 41, pp. 57, 59, 80, 82, &5). 

9. “Our process is the only one which absolutely removes them” 
(Ex. 41, p. 70). 

10. “Shaker salt is made absolutely pure” (Ex. 41, pp. 78, 80). 

11. “Entirely removes these impurities” (Ex. 43, p. 2). 
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Some of them may, as I have just suggested, perhaps fall 
within the ruling in Siegert v. Gandolfi, supra, as for instance, 
“absolutely free from dangerous impurities—the only salt in the 
world above 99 per cent pure,” (Ex. 41, p. 8, Ex. 43, p 5)— 
the theory being that the correction immediately follows the mis- 
statement—but a great many stand quite unrelated and are untrue. 

I think, however, that we should take a larger view and try 
to see what was the intended total effect of the advertisements 
as a whole, bearing not so heavily upon specific misrepresenta- 
tions, as upon the result of all the advertising. A fair statement 
of the effect, I think is this: “Our salt is the purest salt on the 
market; it is over 99 per cent pure, and it contains no gypsum, 
because our exclusive process removes all gypsum. Every other 
table salt does contain gypsum, in some cases as much as two 
per cent, and gypsum is a dangerous, indeed a dread impurity, 
which is the cause of many diseases. If you eat any other table 
salt than ours, you expose yourself to these diseases, but if you 
eat only ours you will be quite safe.” Now in that statement 
there is a great deal of truth; indeed, if one accepts as true, as 
1 do, the supposed dangers to which gypsum in these quantities 
exposes one, most of the specific statements are true, yet the 
total impression conveyed is quite false. There is no reason at 
all to think that the gypsum in the plaintiff’s salt will not act 
just as that in the defendant’s, for instance; and while the result 
will probably be quantitative to the amount of gypsum taken, 
no one has suggested that the difference in quantity rose to a 
difference in kind. Of course, if the gypsum in plaintiff's salt 
were only a trace, or if the amount in other salts were sub- 
stantial, the matter would be a trifle, but neither fact is true. 
The plaintiff has one-third as much as the defendant, which 
makes the next purest salt, and more than one-fifth as much as 
the United States standard permits. A true statement of the 
facts would have been: “We make the purest salt on the market, 


that which contains the least gypsum of any. Gypsum is a very 


dangerous substance, causing disease, and by eating our salt you 
expose yourself much less than by eating any other. The 
difference is so great that we have only one-third as much as 
our next best competitor.”” Now this would have been a very 
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different impression on the reader, much less effective, perhaps 
not effective at all, but whether effective or not, the most that 
truth would allow. 

The false impression conveyed by the actual advertisements 
was not a mere matter of puffing at all; it did not consist of ex- 
aggerated opinions as to the excellence of the salt. I have 
allowed for exaggerated opinions in the claims about the extent 
of the damage done by gypsum. The untruth concerns the ex- 
istence of gypsum in the plaintiff's salt in quantities in some sense 
commensurable with that found in other salts. That is not a 
question of opinion, but one which the plaintiff knew. 

Nor was this claim “far too insignificant when taken with 
the total character of the plaintiff's advertising to leave him a 
defenceless prey to the world’; these were not “small survivals 
from a time when they were literally true, Jacobs v. Beecham, 
221 U. S., 263, 273 [ Reporter, vol. 3, p. 55]. A trade like this 
is very largely the result of advertising; the plaintiff especially 
insists upon it and the diagrams showing the growth of the 
business show it. Enormous sums are spent and readers are 
assailed again and again by millions of appeals. Finally, by 
the mere psychology of suggestion purchasers come automat- 
ically. Of course, it make no difference whether such a ‘“‘cam- 
paign,”’ with all its affected bustle of enterprise, has the least 
relation to genuine efficiency of distribution, or whether it has 
any other social value; the law allows it, and will protect the 
result. It does make a difference whether any substantial part 
of the appeal is false in fact; if so, the law will not protect the 
result. Nor, indeed, will the law try to unravel the good from 
the bad, or to say how far the bad shall vitiate the whole. A 
trader takes his own risk of that, when he interweaves the false 
with the true in order to sell his wares. 


Mr. Cox urges that the rule has been a little relaxed in 
Jacobs v. Beecham, supra, and that the tendency is away from 
it. I agree that the defense is looked on with small favor and 
is Pharasaical at best. Nobody ought to search painfully for 
small deceits in order to let one man steal another’s trade, but 
[ can see no reason in law or in morals for protecting a trade 
itself built up in flat misrepresentation of fact, whether that arise 
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from the exuberant imagination of an unchecked advertising 
agent, or the deliberate machinations of an unscrupulous trader. 
So far as I know, there has been no change in the rule in that 
respect. It seems to me that this is a case of such misrepresenta- 
tion for the reasons I have given. 

In view of all the facts there will be no costs. Bill dismissed. 








Opinion on Settlement of Decree 


December 29, 1913. 




























Hanp, D. J.—The last part of the former opinion which I 
wrote in this case certainly seems to indicate that the plaintiff 
under no circumstances could have any relief, because its good 
will was built up in part by misrepresentation. The question 
now arises upon drawing the decree, whether that matter should 
be conclusively adjudicated, or left open, so that the plaintiff 

, may have the right at some subsequent time to bring another 
suit, when it may be decided whether, after changing its adver- 
tising matter, it may not have relief. The defendant insists that 
it is entitled now to an adjudication forever barring the plaintiff 
from any relief; the plaintiff asks that that question be left open. 
There is, therefore, presented to me this question: Do the mis- 
representations in question disentitle the plaintiff forever to any 
protection upon the name, “Shaker Salt’? I do not think that 
the authorities bear out any such stringent rule as this, Geerge 
G. Fox Co. v. Best Baking Co., 95 N. E. Rep., 747 [Reporter, 
vol. 1, p. 245]; W. A. Gaines & Co. v. Turner Locker Co., 204 
Fed., 553 [Reporter, vol. 3, p. 311]. The Moxie Cases, already 
cited in my former opinion, one of which at least was affirmed 
by the circuit court of appeals for the first circuit. I also under- 
stand Jacobs v. Beecham to indicate the same rule. True it is 
that one cannot say that the effect of such misrepresentations 
may not continue after the complainant itself stops their use. 
Conceivably, they may have brought some customers who keep 
repeating their purchases long after the advertisements have 
changed their form. A rigid application of the theory that the 

plaintiff is unable to show how much of his goodwill arises from 
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misrepresentation would therefore wholly exclude him from 
relief, but the law is not rigidly logical, and it ought not to be so. 

I do not now profess to say how long a time must elapse 
after the plaintiff discontinues these representations before it can 
successfully bring another suit; that would depend upon the 
facts and should be left for the decision in that case. Perhaps 
the sensible rule would be to wait so long as to make sure that 


the false advertisements could no longer be the source of any 
new sales. This decree will simply provide that the dismissal of 
this bill shall not be an estoppel forever against bringing an- 


other suit upon the name, “Shaker Salt.” It must not, how- 
ever, be taken as an authority that such a suit will lie at any 
given time; that question remains open. 


|The decree entered in the district court and reviewed by 
the circuit court of appeals, in its opinion published herewith 
(ante, p. 214), found as follows: 


1. That the complainant is a corporation engaged in the business 
of manufacturing salt, to which has been applied the name “Shaker 
Salt,” which name “Shaker Salt,” prior to the acts of the defendant 
hereinafter referred to, had become well-known in the trade and to 
the public and invested with a secondary meaning as indicating com- 
plainant’s manufacture, and it alone, in. the United States north of the 
38th parallel and east of the 102nd meridian. 

2. That the defendant has trespassed upon the goodwill of the 
complainant’s business of manufacturing and selling “Shaker Salt” by 
putting salt of its manufacture upon the market in packages to which 
it has applied the designation “Ivory Brand Shaker Salt,” so that the 
salt of defendant may readily be sold as “Shaker Salt” and thus as 
and for the salt of the complainant. 

3. That the complainant would be entitled to relief with respect to 
such use by the defendant of the name “Shaker Salt” but for certain 
advertisements put out by the complainant. 

4. That the bill of complaint herein be, and the same is hereby dis- 
missed, but without prejudice to a suit by the complainant, or its suc- 
cessors in interest, hereafter to obtain against the defendant herein, or 
its successors in interest, such equitable relief as may be necessary in 
order to protect the goodwill of complainant’s business of manu- 
facturing and selling salt under the designation “Shaker Salt,” provided 
that the complainant has corrected, discontinued, desisted and refrained 


from using any untruthful, inaccurate or false statement~in advertis- 
ing its said “Shaker Salt”]. 
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PLANTEN Vv. GEDNEY 


(221 Fed. Rep., 281) 


Southern District of New York, March 1, 19165. 


. TRADE-MARKS—VALIDITY OF REGISTRATION. 

Questions as to the validity of trade-marks must be decided ac- 
cording to general principles and rules of law, for while the trade- 
mark act of 1905, provided for the registration of trade-marks, it 
said nothing as to the determination of their validity. 

. TRADE-MARKS—VALIDITY OF REGISTRATION. 

Registration of a trade-mark establishes a prima facie presump- 
tion of its validity. The value of this presumption depends on 
whether opposing interests were heard by the commissioner or whether 
he had the benefit of a full presentation of all facts, in making his 
decision regarding the application. 

3. TRADE-MARKS—INFRINGEMENT—DESCRIPTIVE TERMS. 

The phrases “C. & C.” and “Planten’s C. & C. or Black Capsules” 
were registered as trade-marks for capsules, intended to cure a par- 
ticular class of diseases. In a suit for trade-mark infringement, it 
was shown that in connection with these goods, the letters “C. & C.” 
were used by the trade to indicate the drugs from which the capsules 
were made. The registrations were held invalid because of the 
descriptive nature of the trade-marks. 

. TrRapE-MarKs—WuHat May Be. 

A black rectangular field was held not to be part of a registered 
trade-mark stated in the application to consist of certain words, 
usually printed by a rectangular block. 

. UNFAIR COMPETITION—J URISDICTION. 

A bill of complaint, wherein charges of trade-mark infringement 
and unfair competition were joined, was dismissed as to the latter 
allegation, because the parties were citizens of the same state. 


In Equity. On final hearing. Bill dismissed. 


Stephen J. Cox, of New York City, and 1m. E. Lamb, of 
Washington, D. C., for plaintiff. 
May & Jacobson, of New York City, for defendant. 


Evans, District Judge-——The act of February 20, 1905, au- 
thorizes the registration of trade-marks used in interstate com- 
merce in the manner provided therein. On April 28, 1905, John 
Rutgert Planten filed an application for the registration of a 
trade-mark which the applicant asserted to consist of the words 
and characters: “Planten’s C & C or Black Capsules.” The 
record and file wrapper pertaining to this application show that 
certain amendments were made, some of which were canceled. 
One of those which were canceled was in this language: 
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“The mark has usually been printed by a rectangular block with the 
letters in intaglio.” 

The result of this application was the registration (as shown 

by certificate No. 51,356) of a trade-mark in this form: 
N's On August 3, 1907, the 
PLANTE ING K same applicant filed a peti- 
¥ 1, OR B L tion for the registration of 
eee another trade-mark, and in 


his application made this 
Statement: 


“This trade-mark has been continuously used in my business since 
about the year 1890.” 


This application seems to have been readily passed without 
any delay, and the trade-mark was registered (as shown by 
certificate No. 66,108) in the following form: 


Alleging that the defendant had infringed each 


of these trade-marks, the plaintiff instituted this 

action to enjoin further infringement and for an 

assessment of damages and the profits, gains, and 

advantages derived by the defendant from the 
infringement. The plaintiff also alleged that the defendant had 
injured him by attempts to imitate his trade-mark and to palm 
off upon the public goods marked in such a way as to deceive 
them into the belief that they were the manufacture of the 
plaintiff. 

The proceedings in the Patent Office were altogether ex 
parte and without any actual notice to the defendant, and these 
proceedings did not come to his knowledge until several years 
after the granting of the registrations. The defendant by his 
answer put in issue the various allegations of the bill of com- 
plaint, and a great mass of testimony, supposed to be more or 
less applicable to the issues thus raised, was heard and has been 
very carefully considered by the Court. 


Always having in mind the ruling of the supreme court in 
Thaddeus Davids Company v. Davids Manufacturing Company, 
233 U. S. 461, 34 Sup. Ct,, 648; 58 L. Ed., 1046 [Reporter, vol. 
4, p. 175], and that of the circuit court of appeals (6th circuit) 
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in the Coca-Cola Cases, 200 Fed., 153 and 157 | Reporter, vol. 3, 
p. 28; vol. 2, p. 218], and the provisions of section 16 of the 
act of 1905, which makes the registration of a trade-mark prima 
facie evidence, not of validity, but of “ownership,” of the trade- 
mark, we came to a brief consideration of the question of the 


validity of the Trade-marks themselves and whether they have 
been infringed. By the act of 1905 the patent office is not 
authorized to register anything but a “trade-mark,” and this, at 
least incidentally, involves the consideration by the commissioner 
of patents of whether a device for which registration is asked 
mav be the subject of exclusive appropriation as the trade-mark 
of any person, and that officer's decision of that proposition is 
entitled to respect and as being prima facie correct, though the 
act of 1905 does not of itself so provide. The value of this pre- 
sumption must depend in a given case upon whether any oppos- 
ing interest has been heard and upon whether the whole situa- 
tion has been fully considered upon a full representation of all 
the facts—for example, upon as full a representation of them as 
has been made on the trial of this case. In this connection the 
court has been at pains to examine the record and file wrapper 
in case of each application. as they show what was done in the 
patent office in the purely ex parte proceeding there had. 

In stating the opinion of the supreme court in Brown Chemni- 
cal Co. v. Meyer, in 139 U. S. at page 542, 11 Sup. Ct., at page 
626, 35 L. Ed., 247, Mr. Justice Brown said: 


“The general proposition is well established that words which are 
merely descriptive of the character, qualities, or composition of an 
article, or of the place where it is manufactured or produced, cannot be 
monopolized as a trade-mark.” 

Many illustrations of this general proposition are given in 
text-books. Paul on Trade-Marks, §§ 63, 64; Hopkins on Trade- 
Marks, §§ 40, 41. Letters or initials may in some cases be ex- 
clusively appropriated for trade-mark purposes; but in such 
cases it is essential that the primary object in using them be 
to indicate origin or ownership, and not the grade or quality of 
the article. Columbia Mill Co. v. Alcorn, 150 U. S., 463; 14 
Sup. Ct., 151; 37 L. Ed., 1144; Paul on Trade-Marks, § 52. 

In view of these general propositions of law it becomes 
essential that we should ascertain from the testimony presented 
whether the two trade-marks, registered as we have shown, were 
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made up of words or initials which were merely descriptive of 
the articles to which they were affixed, and whether the primary 
object in using them was to indicate the origin or ownership of 
the article, and not merely its grade, composition, or quality. 
Upon the testimony the court finds the controlling facts to be: 

(1) That in the drug trade, and with the users of drugs 
for certain venereal diseases, the letters “C & C” meant and 
were understood to mean only one thing, namely, cubebs and 
copaiba. This meaning was as apparent to them as if the names 
of the drugs were spoken or written in full. And it is conceiv- 
able, owing to the purpose for which this combination of drugs 
was designed, that the slight degree of privacy afforded by the 
use of initials might be desirable, though that is not indicated 
by any positive testimony. 

(2) The defendant succeeded his mother, who had herself 
succeeded defendant’s father, in the business yet conducted by 
defendant. Altogether they had conducted that business since 
before 1840, and all that time capsules composed of cubebs and 
copaiba had been made and sold by them in succession, and for 
most of that long time they had used the letters “C & C” in 
describing the article, and for a large part of that time they had 
in many instances added to those letters the word “black” in 
brackets as a specific description of the result upon the capsules 
of an infusion of coloring matter. This use was so general with 
the defendant and his predecessors that it was recognized by all 
their customers, druggists and users alike, in ordering or describ- 
ing defendant’s capsules as well as those of plaintiff. This use 
by defendant was in many ways, viz., in orders or in bills 
rendered, or in its literature, whether in extensive advertising 
in, trade journals and newspapers or upon slips inclosed in boxes 
containing the capsules. 

(3) For many years previous to 1905 the form, color, and 
general appearance of the boxes and other containers used by 
the plaintiff and his predecessors and by the defendant and his 
predecessors closely resembled each other, and of this neither 
side complained. 

(4) The plaintiff, who succeeded his father, and who had 
himself succeeded his father (plaintiff's grandfather), in the 
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business, had also used the letters “C & C” and the words and 
letters “Planten’s C & C or Black Capsules” in the same sense 
as that of defendant. But the court finds that these uses, except 
that of the name Planten, and probably that of the color word 
“black,” were of a distinctly later origin and beginning than were 
those of the defendant and his predecessors. 

As to the use of the initials “C & C,” the plaintiff claims 
under a registration in the application for which (as we have 
already stated) his father had said that: 


“This trade-mark has been continuously used in my business since 
about the year 1890.” 


The other form, viz., that of “Planten’s C & C or Black 
Capsules,” had an earlier beginning ; but defendant and his prede- 
cessors had used the initials “C & C” from a much earlier time. 
The long-continued practice of the plaintiff and his predecessors 
was to affix to their packages on the outside the letters “C & C,” 
or their other form, “Planten’s C. &. C. or Black Capsules,” 
while the defendant did not so afhx his until after the registra- 
tions obtained by the plaintiff. After that event the defendant 
upon one certain form of his boxes used this language, to-wit: 
“Gedney’s C & C (Black) Capsules,’ though it was not sur- 
rounded by rectangular lines as was that of the plaintiff. It 
is this particular use which the plaintiff claims is an infringe- 
ment of his first obtained registration. Upon the testimony we 
have concluded: 

First. That the letters “C & C,” as used in certificate of reg- 
istration No. 66,108 and in the alleged trade-mark therein de- 
scribed, mean and were known to mean “Cubebs and Copaiba’— 
nothing more nor less—and therefore are purely descriptive, and 
do not mean and were not intended to mean or to refer to 
origin or ownership, and therefore this alleged trade-mark comes 
within the rules laid down in the cases of Brown, etc., Co. v. 
Meyer, 139 U. S., 542, 11 Sup. Ct., 625; 35 L. Ed., 247, and 
Columbia, etc., v. Alcorn, 150 U. S., 463; 14 Sup. Ct., 151; 37 
L,. Ed., 1144, and must be held to be invalid. The act of 1905 does 
not prescribe what may be valid trade-marks, but simply au- 
thorizes the “registration” of trade-marks. Such a registration 
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can in no way validate a trade-mark which was not previously 
valid. The validity of a trade-mark must depend upon gen- 
eral principles and rules of law and not upon its registration. As 
to this alleged trade-mark, the bill must be dismissed. 


Second. The bill, so far as it is based upon allegations of 
unfair competition, must also be dismissed; but this should be 
without prejudice. The testimony does not, we think, warrant 
relief upon that ground; but as some question of jurisdiction 
was raised upon this phase of the case, which may be well 
founded, even if not pressed at the argument, we direct the 
form of decree indicated, although certain late decisions settle 
the question of the right to join in one suit claims of infringement 
with claims of unfair competition. In the cases referred to the 
litigants were of diverse citizenship, while here both parties 
are citizens of New York—hence the question of jurisdiction. 

Third. It remains to consider whether the trade-mark cov- 
ered by registration certificate No. 51,356 is valid, and, if so, 
whether it has been infringed by the defendant. In his applica- 
tion for registration plaintiff's father and predecessor in owner- 
ship stated: 


“My trade-mark consists of the words and characters, ‘Planten’s 
C & C or Black Capsules.’” 

As we have seen, it was registered in that exact form upon 
a black background of rectangular shape. We have already 
stated our conclusion to be that the words “C & C,” when used 
upon the drugs referred to in the testimony, were altogether 
descriptive, and were plainly and always understood to describe 
and refer to cubebs and copaiba as the component parts of the 
capsules. It cannot be doubted that the word “black” is equally 
descriptive in character. All the words in the trade-mark, in- 
cluding the name 


Planten,’ mean nothing more nor less than 
cubeb and copaiba capsules made black by some coloring matter 
used by the maker, Planten. We take it to be clear enough that 
the entire trade-mark is merely descriptive of a manufactured 
article, unless that characteristic is removed by the use of the 
possessive prefix “Planten’s.”’ 


If our conception of the situation be correct, the case re- 
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specting iron bitters (139 U. S., 540; 11 Sup. Ct., 625; 35 L. Ed., 
247), that respecting rubber (128 U. S., 598; 9 Sup. Ct., 166; 
32 L. Ed., 535), and others noted in Paul on Trade-Marks, §§ 
64, 66, would seem clearly to apply and consequently to invali- 
date the device as a trade-mark that would enable Planten to 
enjoy a monopolistic appropriation of certain descriptive terms, 
all of which, except the word “Planten,” had been used in com- 
mon by the plaintiff and the defendant and their respective prede- 
cessors as applied to cubebs and copaiba capsules, long before 
the plaintiff's predecessors applied for the registration we have 
referred to. We think the initials “C & C” and the word “black,” 
being in this connection plainly descriptive and indicative of the 
component ingredients of the capsules, were open to all manufac- 
turers of such capsules, and that it would be a special hardship 
to the defendant to be deprived of the right to use them gener- 
ally after he and his predecessors had done so continuously for 
a time beginning long before 1905. 

If the defendant, or indeed the plaintiff, instead of using 
the initials “C & C,” had used the words “Cubebs and Copaiba,” 
for which the initials stand, then, of course, under the cases 
cited there could be no trade-mark composed of these words 
descriptive of the ingredients of the capsules. This being man- 
ifestly true, can it make any difference in the equities of this 
litigation that initials were used which both parties to the litiga- 
tion and their respective predecessors and that part of the entire 
public to which they both addressed themselves perfectly well 
knew meant precisely what would have been meant had the 
words themselves, instead of the indicating initials, been em- 
ployed? Obviously not, because both meant the same things 
and both were known to be merely descriptive words. And the 
same is true as to the word “black,” which all knew to be entirely 
descriptive. E 

In short, the initials “C & C” conveyed to all concerned the 
accurate information that all the capsules were made of cubebs 
and copaiba, just as the word “black” indicated the color of the 
capsules. The information thus imparted was just as true of 
defendant’s capsules as it was of the plaintiff’s, and the same 
means of conveying this information had been used by each of 
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the parties and their predecessors for many years prior to 1905. 
Can it be possible that the ex parte registration of a trade-mark 
must shut off defendant’s right thus to convey this information? 
We think the registration act of 1905 had no such purpose in 
view, and it does not deprive the defendant of the right to do 
as he is doing, and which for over 40 years he has continuously 
done. Certainly we think the facts my thus be communicated, 
provided there is no use of the name “Planten.” The complainant 
cannot, under the facts of this case, have the exclusive right 
to communicate the descriptive facts in the ways heretofore in 
use by both parties. We think light is thrown upon this phase of 
the case by Amoskeag, etc., Co. v. Spear, 2 Sandf. (N. Y.), 599, 
and Paul on Trade-Marks. 

We may pass by the question of the validity of the trade- 
mark now under consideration, and content ourself with saying 
that, if it is valid, it can only be so in its entirety, not in this,- 
however, including the black rectangular figure upon which the 
words are placed; that background being, in our opinion, no 
part of the trade-mark, however important it might become 
upon the question of unfair competition. But, under all the 
circumstances disclosed by the testimony, we think this case 
(certainly as between this plaintiff and this defendant) calls for 
a very strict limitation of the trade-mark, and we hold that, as 
between them, at least, infringement thereof must be confined 
to the use of the entire trade-mark, or some colorable imitation 
of it as a whole. We confess, indeed, to some suspicion that, 
when the defendant began placing the words “Gedney’s C & C 
(Black) Capsules” on the outside of his boxes, he did what 
might excite comment; but as he did not in any way thereby 
indicate that the contents of the box were “Planten’s” product, 
but explicitly stated that they were “Gedney’s,” we think he was 
within his rights, and did not bring himself within the provisions 
of section 16 of the act of 1905. Consequently we hold that 
no infringement has been proved. 

Fourth. It is insisted by the plaintiff that to constitute a trade- 
mark of the legal sense the device used must be affixed to or in 
some way placed upon the article itself, or upon the outside of 


a container of the article; while the defendant insists that the 
8 
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trade-mark may appear on the literature advertising it, if some 
of that descriptive literature accompanies the article as it passes 
to the public. Without undertaking to pass upon the merits of 
these contentions, we will only observe that it might be a some- 
what far-reaching doctrine to hold as a general rule that a 
trade-mark might be hid away among a mass of advertising 
matter accompanying an article of commerce, instead of being 
placed openly (and presumably advantageously) upon the out- 
side of it. Possibly such voluntary obscuration of his trade- 
mark might deprive the owner of all the advantages of it, both 
legal and commercial. 

Fifth. As we have pointed out, section 16 of the act of 
1905 provides that the registration of a trade-mark shall be 
prima facie evidence of “ownership.” Conceding this, it is never- 
theless insisted that the registration was obtained by fraud, and 
therefore should not be given any weight. It may be regarded 
as generally true that fraud vitiates every act, but it is equally 
true that fraud is not to be presumed. 

It has been pleaded, and the plea has been attempted to be 
sustained by proof, that the registrations in these cases were 
obtained by the fraud of the applicant. Undoubtedly they were 
secured in a purely ex parte way, and upon the statement of the 
applicant of long use and of his belief that he was the only per- 
son entitled to or who had the right to use the matter embraced 
in his alleged trade-mark; but, while granting registration upon 
a statement of that character by an applicant may lead to very 
loose and one-sided proceedings before the patent office, we 
cannot perceive that any proof has been offered to sustain the 
allegation of fraud. Indeed, we think there has been a total fail- 
ure to sustain this claim made by the defendant in his pleading. 

The result must be the dismissal of the bill, with costs, but 
with the qualification that, so far as the bill seeks relief upon the 
ground of alleged unfair competition in trade, the dismissal will 
be ‘without prejudice to plaintiff's right again to sue for relief 
upon that single ground. 

A decree accordingly will be entered. 
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NEW YORK COURT OF APPEALS. 


SrePpHEN Merritt BurtAL & CREMATION Co. v. STEPHEN 
Merritt Co., et al. 


(ara. Ni. XG. Fai) 


1. UNFAIR COMPETITION—CORPORATE NAMES. 

An injunction properly lies against the simulation by a corporation 
of the name of an older corporation whose reputation is well estab 
lished in the same line of business. 

2. UNFAIR COMPETITION—PERSONAL NAMES. 

Where a man has made his name valuable as a trade-name in a 
certain business and has transferred to another the good will of that 
business with the right to use his name, he cannot be wholly enjoined 
from making further use of his name in the same line of business. 
Appeal, from a decision of the appellate division of the su- 

preme court, first department, in favor of the plaintiff. 
For the opinions of the courts below, see Reporter, vol. 2, 


P. 373; vol. 3, p. 174. 


Charles R. Carruth, of Buffalo, New York, for appellants. 
Richard Ely, of New York City, for respondent. 


Judgment modified on the dissenting opinion of INGRAHAM, 
P. J., below, by striking out all the injunctive provisions there- 
of except the single provision enjoining the defendant corporation 
from using the name Stephen Merritt Company in the under- 
taking business. No costs of this appeal to either party. 

Concur: WinLArp Bartiertr, Ch. J., Cuase, Hocan and 
Minier, JJ. Dissenting: Hiscock and Srasury, JJ. Not vot- 
ing: CuppEBEcK, J. 


WASHINGTON SUPREME COURT. 
Paciric Coast ConDENSED M1LkK Company v. Frye & CoMPANY. 
(147 Pacific Reporter, 865.) 
April 17, 1915. 
1. UNFAIR COMPETITION—IMITATING PACKAGES AND CONTAINERS. 
The manufacturer of “Carnation”. condensed milk brought suit 
for unfair competition against the manufacturer of “Wild Rose” con- 


densed milk, the complaint alleging imitation of the plaintiff's label. 
Similarity in color only was proved; and a judgment for the plain- 
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tiff was reversed on appeal, the court holding that mere imitation of 
a color scheme did not sustain the charge of unfair competition. 
2. UNFAIR COMPETITION—DECEPTION, 

While in clear cases of confusion evidence of deception of the 
public has sometimes been held unnecessary to establish a case for 
the plaintiff, the lack of such evidence must have great negative weight 
in determining the issue of cases close to the border line. 


In Equity. On appeal from a judgment for the plaintiff in 
the superior court, Kings County. Reversed. 


Higgins & Hughes and Hyman Zettler, all of Seattle, Wash., 
for appellant. 
Peters & Powell, of Seattle, Wash., for respondent. 


Ex.uis, J.—This is an action to enjoin, as unfair competi- 
tion, the use of a label upon containers of condensed milk. The 
plaintiff and its predecessor have for about 15 years manufac- 
tured and marketed its “Carnation” brand of evaporated milk, 
using a label of sufficient length and width to practically cover 
the surface of the can, with equal horizontal bands of red and 
white, the red above and the white below. In the middle is a 
group of three carnation flowers, two red resting on the white 
background and one pink resting on the red background; with 
the word “Carnation” in prominent cursive script in white on 
the red background running in a straight line above the flowers 
aad the word “Brand” immediately under the word “Carnation” 
in small green letters. Immediately under the group of carna- 
tions in small red letters are the words “Sterilized Evaporated,” 
and in large green letters the word “Milk,” below which in 
small red letters are the words “An Unsweetened Condensed 
Milk.” These, as the major characteristics, are placed in the 
middle of the label, and are flanked on either side by a torch, 
one-half in red extending into the white band, and the other 
half in white extending into the red band. On either side out- 
side of these torches are groups of printed matter containing 
a guaranty and directions. Across the top of the label in the 
red band is a row of white conventional fleurs-de-lis, and along 
the bottom in the white band a similar row in green. The de- 
fendant is a meat packer, and also operates a group of retail 
markets in the state of Washington where meats and other sup- 
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plies are sold. For more than 18 years it has used the name 
“Wild Rose,” together with a design of the rose in one form 
or another, on various articles as its brand. A few months 
before the commencement of this action it determined to enter 
the competitive field for the selling of evaporated milk, and 
adopted a label of the same size, shape, and color as that of 
the plaintiff, with the red band below and the white above, thus 
reversing the plaintiff’s color scheme. The defendant’s central 
figure is a cluster of three wild roses, the stems in white and 
green resting on the red background, the flowers pink resting 
upon the white background. Above the group of flowers are 
the words “Wild Rose” in prominent upright Roman letters, 
red in color, forming an arch. Immediately beneath it appears 
the word “Brand” in green letters. Immediately beneath the 
group of roses and in the red background appears the word 
“Sterilized” in small white letters, and immediately beneath that, 
the word “Milk” in prominent white letters. Flanking the entire 
figure on either side, instead of the plaintiff's torches, appear two 
upright scepters, one half in the white background and the other 
half in the red background. Outside of these on either side ap- 
pears printed matter wholly different from that similarly placed 
on plaintiff’s label. The defendant’s label is not bordered with 
the fleurs-de-lis, but along the bottom of the red band it is 
bordered with alternating long dashes and round white dots, 
“ach edged with a crescent of green. The case was tried on 
affidavits and certain stipulated facts. The affidavits on behalf 
of the plaintiff were made by its president and secretary. The 
gist of that of the president is as follows: 


“Condensed milk is, for the most part, sold through the channels of 
the grocery trade wholesale and retail. Prior to engaging in the manu- 
facture of condensed milk I was for many years engaged in the retail 
and wholesale grocery business, and am familiar with the habits of 
retail purchasers in the matter of selecting and indicating goods by 
reference to distinctive labels, and I know how readily confusion and 
deception in trade may arise from similarity of labels and trade-marks. 
I have no hesitation in saying that the Wild Rose label as described in 
and shown by the exhibit annexed to the complaint herein might readily 
deceive the average purchaser at retail, and could easily be used by 
dealers in palming off goods so labeled upon incautious and _ illiterate 
buyers as for Carnation Milk. The injury to plaintiff’s business is in- 
tensified by the reason that defendant's milk is much inferior in quality 
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to plaintiff’s product, which inferiority will, to those users not noticing 
that they are not getting plaintiff’s product, result in leading them to 
think that plaintiff is not maintaining the standard of its product and will 
cease to buy it.” 


The affidavit of the secretary was to the effect that he be- 
lieved the allegations of the complaint to be true. The affidavits 
on behalf of the defendant were those of its president, secretary, 
and purchasing agent, to the effect that the name “Wild Rose,” 
with the design of a rose or roses, had been used by the de- 


fendant and its predecessor for more than 18 years, especially 


on lard of the highest quality; that after careful consideration 
in seeking for a label which would be appropriate for condensed 
milk, they found the colors theretofore used by the defendant, 
red and black, were not suitable for a light product such as 
milk, that the color combinations most generally used on con- 
densed milk or similar products are white and red or white and 
blue; that the probably attractive combinations are very few; 
that it is impossible to secure a trade-mark, from either the 
state or the federal governments upon any design or combination 
of colors by reason of their common use; that any attractive 
design or combination of colors would be certain to present points 
of great similarity to some other label already in use; that affiants 
considered red and white more attractive than blue and white, 
and made their design therefore as distinctive and different from 
the plaintiff's and other manufacturers’ using the same combina- 
tion as ingenuity could accomplish, not with the view to any 
confusion, but to avoid such confusion, and to make defendant’s 
milk under its well-known Wild Rose brand as distinctively dif- 
ferent as possible. There were also affidavits of six managers 
of the defendant’s retail markets in the state of Washington 
and of 54 retail grocers and general merchandise dealers through- 
out the state located in some 20 different towns and cities, as 
follows: 


“That each of them has been handling Wild Rose milk for periods 
averaging from one to six months; that they each for a long time past 
also handled Carnation milk; that not a single one of afhants has ever 
known of a single instance of a retail purchaser or any one else who 
was deceived by any similarity in the labels of Wild Rose and Carnation 
brands, or who mistook one for the other, or who was confused into 
buying or offering to buy one of the brands for the other; that the Wild 
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Rose and Carnation labels are as different as many other styles of labels 
on independent brands of goods; that retail purchasers habitually dis- 
tinguish between and call for brands of canned goods they want by 
name; that in the judgment of affiants there is no likelihood of any re- 
tail purchaser’s being deceived by the label into purchasing Wild Rose for 
Carnation.” 








There is also an affidavit of defendant’s secretary that the 
affidavits above mentioned were those of all the dealers who 
have handled the Wild Rose brand, except six or eight, who 
were absent from their places of business when called upon, or 
were located at places so remote that they could not be reached 
at the time of hearing. The stipulated facts were to the effect 
that the defendant’s Wild Rose label more nearly approached 
the plaintiff's Carnation label than any label of any other com- 
petitor save one, which had been abandoned at plaintiff’s in- 
stance, that defendant’s Wild Rose brand contained on the 
average about 5 8/,, per cent of butter fat, while the plaintiff's 
Carnation brand contained not less than 7 7/,, per cent of butter 
fat, and that the Wild Rose milk has usually been sold on the 
market at a lower price than the Carnation milk. The court 
entered a decree enjoining the defendant from using the Wild 
Rose label or any other label as closely resembling the Carnation 
label. The defendant appealed. 





Irrespective of technical trade-marks, courts have long 
recognized the right of the first user of a distinctive dress of 
goods to protection against use by another of a similar dress 
or name in unfair competition. 


The basic principle of the doctrine of unfair competition, 
though, variously expressed, is exceedingly simple. It is just 
this—no dealer or manufacturer has the right, by any name, 
mark, sign, label, dress, or other artifice, to represent to the 
public that the goods sold by him are those manufactured or 
produced by another, thus passing off his goods for those of 
such other to the latter’s injury. Rathbone, Sard & Co. v. 
Champion Steel Range Co., 189 Fed., 26; 110 C. C. A., 596; 37 
L. R. A. (N. S.), 258, [Reporter, vol. 1, p. 259]; Coats v. Mer- 
rick Thread Co., 149 U. S., 562; 13 Sup. Ct., 966; 37 L. Ed., 847; 
Sterling Remedy Co. v. Spermine Medical Co., 112 Fed., 1000; 
50 C. C. A., 657; Schmidt v. Brieg, 100 Cal., 672; 35 Pac., 623; 22 


PACIFIC COAST CONDENSED MILK CO V. FRYE & CO. 241 


L.. R. A., 790. Innumerable cases stating this principle in some 
form might be cited. The whole doctrine rests on the preven- 
tion of fraud by the confusion of things through use of a label 
or dress which by another’s use has come to connote a par- 
ticular thing. Perlberg v. Smith, 70 N. J. Eq., 638; 62 Atl., 442. 
The difficulty in such cases lies, not in determining the govern- 
ing principle, that is invariable and runs through all of the 
cases, but in applying that principle to the facts of a given 
case. For this purpose an examination of a multitude of de- 
cisions leads us to the conclusion that no rule, other than a 
very broad one, can be stated. A resemblance which would 
(leceive an expert or very cautious purchaser may still give a 
right of action, but a resemblance which would deceive only an 
indifferent or careless purchaser gives no right of action. The 
true rule lies between these extremes, condemning what would 
be reasonably calculated to deceive the common or usual pur- 
chaser of the given article when exercising ordinary care. 
As said in Allen B. Wrisley Co. v. lowa Soap Co., 122 Fed., 
796, 798; 59 C. C. A., 54, 56: 


“The line of demarcation between acts indicative of a lawful and 
of an unlawful intent here runs wide and clear between those which 
would not and those which would be likely to induce the common pur- 
chaser, when exercising ordinary care to buy the article of the vendor as 
the product or property of his competitor. The duty is imposed upon 
every manufacturer or vendor to so distinguish the article he makes or 
the goods he sells from those of his rival that neither its name ner its 
dress will probably deceive the public or mislead the common buyer. 
He is not, however, required to insure to the negligent or the indifferent 
a knowledge of the manufacture or the ownership of the articles he 
presents. His competitor has no better right to a monopoly of the trade 
of the careless and indifferent than he has. Any rule of law which 
would insure it to either would foster a competition as unfair and unjust 
as that promoted by the sale of the goods of one manufacturer as those 
of another. One who so names and dresses his product that a 
purchaser who exercises ordinary care to ascertain the sources of its 
manufacture can readily learn that fact by a reasonable examination of 
the boxes or wrappers that cover it has fairly discharged his duty to the 
public and to his rivals, and is guiltless of that deceit which is an in- 
dispensable element of unfair competition.” 


Even in trade-mark cases where the fact of infringement 
is in issue, the same broad rule applies. We find it nowhere 
better stated than by Mr. Justice Clifford in McLean v. Flem- 
ing, 96 U. S., 245, 255 (24 L. Ed., 828): 
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“Colorable imitation, which requires careful inspection to distinguish 
the spurious trade-mark from the genuine, is sufficient to maintain the 
issue; but a court of equity will not interfere when ordinary attention 
by the purchaser of the article would enable him at once to discrim- 
inate the one from the other. Where the similarity is sufficient to con- 
vey a false impression to the public mind, and is of a character to mis- 
lead and deceive the ordinary purchaser in the exercise of ordinary care 
and caution in such matters, it is sufficient to give the injured party a 
right to redress, if he has been guilty of no laches.” 

See, also, Coats v. Merrick Thread Co., supra; Bulte v. 
Igleheart Bros., 137 Fed., 492; 70 C. C. A., 76; Hubinger Bros. 
Co. v. Eddy, (C. C.) 74 Fed., 551; American Tobacco Co. v. 
Globe Tobacco Co., (C. C.) 193 Fed., 1015. |Reporter, vol. 2, 
p. 187]. 

An examination of the complaint makes it plain that. the 
the gravemen of the charge in this case is an alleged imitative 
color scheme. It is the one specific feature emphasized through- 
out. It is averred, in substance, that the appellant, intending 
to imitate the respondent’s label and to take unfair advantage 
of the wide reputation of respondent’s label and product, has 
used a label of white and red parallel stripes, the red below and 
the white above, reversing the relative positions of the stripes 
as used by respondent. The specific points of resemblance 
are set out as follows: 


“(1) In the two bands, one red and the other white, of uniform 
width, so placed upon containers that the upper half presents one color 
and the lower half the other color; (2) in the number, size, arrangement, 
and relative position of the several parts and words of the central figure, 
and in the colors in which the same are represented; (3) in the number 
of groups or paragraphs of printed matter outside of the central figure, 
and in their position with relation to each other and to the central 
figure; (4) in the use of green lettering upon the white band and white 
lettering upon the red band.” 


It is then averred that this resemblance, “and especially 
the substantial identity in color scheme and arrangement of 
major characters, causes such confusion as to mislead the 
ordinary intending purchaser.” That the color scheme is the 
chief offending element is further emphasized in the prayer 
for an injunction against the use by the appellant of “any label 
for milk of any kind which bears red and white bands such 
as shown on the foregoing label.” An examination of the two 
labels makes it evident that if the claim of unfair imitation 
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is sustained at ali, it must be almost entirely upon appe!lant’s 
use of the red and white colors. The names “Wild Rose” and 
“Carnation” neither sound alike nor look alike. In lettering, 
the two names are wholly dissimilar. Their only common point 
is that both are names of flowers. This can hardly constitute 
an actionable resemblance, especially since the appellant had 
adopted and given a vogue to the Wild Rose as a brand of its 
ewn for other goods long prior to the adoption of the name 
“Carnation” by the respondent’s predecessor. The colors of 
the two groups of flowers are as dissimilar as possib'e, so long 
as both are meant to simulate the true colors of the respective 
flowers. While on each side of the central group on each label 
is a column of printed information, the wording and the sub- 
stance of the one is entirely different from that of the other. 
The most prominent thing in this side matter of appellant’s 
label is the name “Wild Rose Brand Sterilized Milk” and “Frye 
& Company.” In that of respondent's it is respondent’s name, 
“Pacific Coast Condensed Milk Co.” The two really dis- 
tinguishing features, the name of the brand and the name of 
the owner, neither of which bears the slightest resemblance to 
that of the respondent, are set out in appellant’s label more prom- 
inently than anything else. It is not claimed that the words 
“sterlized milk” are anything more than truly descriptive mat- 
ter incapable of exclusive appropriation. Similarity in colors 
and general arrangement are often held material factors in 
aiding deceit, but in a majority of the adjudicated cases the 
names used in connection therewith approach an idem sonans. 
Enoch Morgan's Sons Co. v. Whittier-Coburn Co. (C. C.) 118 
Fed., 657; McLean v. Fleming, supra; Sterling Remedy Co. v. 
Spermine Medical Co., sapra; Bauer & Co. v. La Société 
Anonyme, etc., 120 Fed., 74; 56 C. C. A., 480; Drewry & Son v. 
Wood (C. C.) 127 Fed., 887; Carbolic Soap Co. v. Thompson 
(C. C.) 25 Fed., 625; Frank v. Frank Chicory Co. (C. C.) 95 
Fed., 818; on Mumm vy. Wittemann (C. C.) 85 Fed., 966; Cen- 
taur Co. v. Link, 62 N. J. Eq.. 147; 49 Atl., 828. 

Here, however, there is no hint of idem sonans in the 
names. The names being wholly different, sounding differently, 
and printed prominently in different colors and type, and the 












ee 


dee te te aL OETA COND i mF at 








244 THE TRADE-MARK REPORTER 


symbols being different with no marked resemblance other than 
that necessitated by the nature of the flowers, it is manifest 
that but for the appellant’s use of the red and white bands no 
plausible claim of unfair competition could be advanced. But 
similarity in color alone is not sufficient to constitute an in- 
fringment. The primary colors are few, and as the evidence 
shows those suitable for light products, such as milk, are even 
more limited. To allow them to be appropriated as distin- 
guishing marks would foster monopoly by foreclosing the use by 
others of any tasty dress. It has frequently been held that as 
a rule subject to certain exceptions when used in connection with 
other characteristics, a color cannot be monopolized to distin- 
guish a product. 


“The primary colors, even adding black and white, are but few. If 
two or three colors can be appropriated for one brand of tipped matches, 
it will not take long to appropriate the rest. Thus, by appropriating the 
colors, the manufacture of tipped matches could be monopolized by a 
few vigilant concerns, without any patent whatever. Indeed, it is 
customary for a large company like the defendant to isstiie many brands 
of matches, with heads of different colors. It is now making tipped 
matches. If, by appropriating two colors for each brand, it could 
monopolize them, it would soon take all the colors not in use by the 
complainant, and thus cover the entire field at once. For these reasons, 
we think the court below was in error in holding that the complainant 
had appropriated the colors of red and blue for the head of its tipped 
matches.” Diamond Match Co. vy. Saginaw Match Co., 142 Fed., 727; 74 
Co. 3a 


See, also, Philadelphia Novelty Co. v. Rouss (C. C.) 40 
Fed., 585; American Tobacco Co. v. Globe Tobacco Co., supra; 
New Orleans Coffee Co. v. American Coffee Co., 124 La., 19; 49 
South, 730; Fleischmann v. Starkey (C. C.), 25 Fed., 127; Davis 
v. Davis (C. C.), 27 Fed., 490; Newcomer & Lewis v. Scriven 
Co., 168 Fed., 621; 94 C. C. A., 77; Humm v. Kirk (C. C.), 40 
Fed., 589; Regensburg & Sons v. Juan F. Portuondo Cigar Mfg. 
Co., 142 Fed., 160; 73 C. C. A., 378; Heinz v. Luts, 146 Pa., 592; 
23 Atl., 314; Browne, Trade-Marks (2nd ed.) §§ 271, 272. 

The case of Nokes v. Mueller, 72 Ill. App., 431, does not 
hold to the contrary, but merely emphasizes the exception. In 
that case the corresponding part of the rival milk wagons were 
painted in precisely the same colors, and other characteristics, 
such as a picture of two cows, a running brook, and the in- 
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scriptions, were substantially the same. Moreover, the evi- 


dence there indicated that some persons were actually deceived. 


Undoubtedly in cases where simulation is not only so plain 
as to show an indisputable intention to deceive and is on its face 
obviously calculated to deceive, injunctions have been and 
should be issued without evidence of specific instances of actual 
deception. /’on Mumm vy. Frash (C. C.), 56 Fed., 830; R. 
Heinisch’s Sons Co. v. Boker (C. C.), 86 Fed., 765; Lalance & 
Grosjean Mfg. Co. v. National Enameling & Stamping Co. 
(C. C.), 109 Fed., 317; New England Awl & Needle Co. v. 
Marlborough Awl & Needle Co., 168 Mass., 164; 46 N. E., 386; 
60 Am. St. Rep., 377; Dutton & Co. v. Cupples, 117 App. Div., 
172; 102 N. Y. Supp., 309; Boker v. Korkemas, 122 App. Div., 
30; 100 N. Y. Supp., 904; Drake Medicine Co. v. Glessner, 68 
Ohio St., 337; 67 N. E., 722; Burnett v. Hahn (C. C.), 88 Fed., 
694; Kostering v. Seattle Brewing & Malting Co., 116 Fed., 620; 
“aC. oA, 

But again in most of such cases there is found an idem 
sonans in name in addition to color and arrangement of parts 
on the label or a close imitation in other particulars. We have 
been cited to but one case, where an injunction was granted in 
which the color and arrangement of the offending label was 
not much more imitative than that complained of here, but in 
that case the color and type of the names “Fairbanks” and 
“Buffalo” were similar. Fairbanks Co. v. Bell Mfg. Co., 77 
Fed., 869; 23 C. C. A., 554. In that case, moreover, there was 
proof of specific instances of deception. No such evidence is 
found here. On the contrary, some fifty-four retail dealers 
who handled both brands of condensed milk made affidavit that 
they had never known of a single instance of a retail purchaser or 
any one else being deceived. True, these dealers had only been 
handling the Wild Rose brand from one to six months, but it 
is evident that if purchasers were ever likely to be deceived, it 
would be at the start rather than later when the new brand had 
become better known. As said by the supreme court of Penn- 
sylvania in Heins v. Luts, 146 Pa., 592, 608; 23 Atl., 314, 315: 


“It is not enough that there may be a possibility of deception. The 
offending label must be such that it is likely to deceive persons of 
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ordinary intelligence. It is not necessary to show that persons have been 
deceived, yet the finding of the master that no one has been deceived, 
although defendant's label has been in use for some time in the same 
vicinity as that of the plaintiff's, is certainly strong evidence in support 
of defendant’s allegation that their label is not likely to deceive.” 

See, also, Kann v. Diamond Steel Co., 89 Fed., 706; 32 C. 
C. A., 324. 

The same rule also prevails in England. London General 
Omnibus Co., Ltd. v. Lavell, 1 Chan. Div., 135; Payton & Co. 
v. Snelling, Lampard & Co. (1g01) Appeal Cases, 308. 

The last case cited involved competitive brands of coffee, 
one under the name of “Roval Coffee,” and the other under the 
name “Flag Coffee,” the latter contained in canisters with labels 
of color, which it was claimed were calculated to deceive. Lord 
McNaghten said: 
“In the next place, it is perfectly clear that no human being has been 
deceived. There is not a single instance of any person wishing to buy 
Royal Coffee buying Flag Coffee, instead through any mistake of any 
sort. Mr. Warmington accounted for that by saying, ‘Oh, we were 
bound to institute proceedings at the earliest possible moment,’ but if 
persons come to the court under an apprehension of that sort, they are 
still bound to make out their case. It will not do to say, ‘We were 


frightened by what might happen, and therefore, you must stop the 
thing in limine.’ 





















“The third thing which is perfectly clear on the evidence is this: 
That as regards the plaintiff's goods, if they have acquired a title and 
denomination in the market the only title and denomination which they 
can have acquired is that of Royal Coffee, while as regards the defend- 
ant’s goods, if they have acquired or should acquire a title in the 
market, it is or will be the title of Flag Coffee.” 

So here there is no evidence that a single person has been 
deceived, and it seems clear that if the appellant’s goods are 
ever to gain a title in the market, it must be as Wild Rose milk, 
and it will not and cannot be as Carnation milk. While there 
is in the case before us a manifest similarity in color scheme 
and grouping which could not be the result of mere coincidence, 
but evidences a design to imitate and appropriate respondent’s . 
taste in dress, which is not to be commended and may be justly 
characterized as ethically questionable, the differences are so 
many and so prominent as to negative a design to so imitate as 
to deceive by confusing identity or origin. The appellant’s 
label could not deceive an intending purchaser of ordinary in- 
telligence using reasonable caution, which is, after all, both on 


HEATON-PEN. BUTTON FAST. CO. V. IND. BUTTON FAST. CO. 247 


reason and authority, the only practical test. As said in Perl- 
berg v. Smith, supra: 

“Care must be taken in these cases not to extend the meaning of 
the word ‘unfair’ to cover that which may be unethical but is not illegal. 
It may be unethical for one trader to take advantage of the advertis- 
ing of his neighbor, but his so doing would, in many instances, be en- 
tirely legal.” 


And as said in Allen B. Wrisley Co. v. lowa Soap Co., 
supra: 


“Deceit is the basis of suits of this character. The intention to palm 
off one’s goods as those of another, and the use of suitable means to 
effect that intention, are both essential elements of a good cause of ac- 
tion for unfair competition. The intention alone, without the actual or 
probable use of means calculated ‘to convey a false impression to the 
public mind, * * * and to mislead and deceive the ordinary purchaser,’ 
turnishes no ground for relief, because an intent to injure, where no 
injury is or will be inflicted, causes no legal damage.” 


The burden of proof was upon the respondent. From an 
inspection of the labels, we cannot say that that of the appellant 


is reasonably calculated to deceive. The uncontradicted evi- 
dence shows that no one has been deceived. 

The judgment is reversed. 

Fullerton, Crow, Mount, and Main, JJ., concur. 


COURT OF APPEALS OF THE DISTRICT OF 
COLUMBIA 


HEATON-PENINSULAR BUTTON FASTENER COMPANY vy. INDEPEN- 
DENT Button FASTENER COMPANY 


(214 O. G., 1319.) 
March 1, rors. 


1. TRADE-MARKS—CANCELLATION, 

The registration of a trade-mark consisting of an accurate il- 
lustration of a patented article cannot be sustained after the patent 
has expired although made under the ten-year clause. 

. TRADE-MARKS—REPRESENTATION OF Goons. 

Where the label on a package displays an accurate illustration of 
a patented article contained in the package and has hecome associated 
in the public mind with this article, upon the expiration of the patent 
the right to manufacture the article passes to the pvblic and the 
monopoly therein cannot be prolonged under the guise of a trade- 
mark illustrative of the article. 
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Appeal from a decision of the Commissioner of Patents. 
Affirmed. 


Melville Church, for appellant. 
J. H. Spear and Mr. Ellis Spear, Jr., for appellee. 


SHEPARD, C. |.—This is an appeal from the decision of the 
commissioner of patents granting the cancellation of the regis- 
tration of a trade-mark. 

The Heaton-Peninsular Button Fastener Company regis- 
tered under the ten-year clause of the trade-mark act as a 
trade-mark for certain button-fasteners a mark consisting of a 
pictorial reproduction of a staple-like button-fastener, August 9. 
1909. 

This alleged trade-mark is a correct illustration of a button- 
fastener patented to one Vinton, February 10, 1891, which 
patent expired February 10, 1908. The Heaton-Peninsular But- 
ton Fastener Company was the owner of the patent and manu- 
factured the articles under this patent, to which it had the ex- 
clusive right. The label affixed to the boxes of fasteners was 
an exact reproduction of one of the figures of the button show- 
ing a staple-like fastener. About the time of the expiration of 
the patent, the Heaton-Peninsular Button Fastener Company be- 
gan to use the word trade-mark in connection with the figure. 

It appears from the evidence that it is the general custom 
of manufacturers to stamp on the packages of goods a picture 
to describe the goods of the package. This custom of stamp- 
ing the packages is regarded as the only practical way of iden- 
tifying the contents without breaking the package, and dis- 
tinguishes it from articles of the same general class. 

The Independent Button Fastener Company, commencing to 
manufacture the same fastener, put them in boxes with a label 
showing this reproduction of the article. The Heaton-Penin- 
sular Button Fastener Company gave notice to the customers 
of the Independent Company not to infringe its trade-mark and 


actually filed bills against some of them which seriously inter- 
fered with the sales of the Independent Button Fastener Com- 
pany and caused it serious loss. 


It thereupon filed its application to cancel the registration 
of the Heaton-Peninsular Button Fastener Company. 
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This appeal is from a decision canceling the same. 

The representation of the staple could not constitute a 
technical trade-mark as it is peculiarly descriptive of the article. 
In re Schweinfurter, 38 App. D. C., 279, 280; 177 O. G., 243; 
i912 C. D., 455. [Reporter, vol. 2, p. 170]. Recognizing this 
fact the registration was applied for and granted under the ten- 
year clause of the statute. 

The label on the packages consists of a reproduction of the 
Vinton patent and became associated in the public mind with 
the manufactured article. Upon the expiration of the patent the 
right to manutacture the article passes to the public and the 
monopoly cannot be prolonged by the claim of a trade-mark de- 
scriptive of the article. Singer Manufacturing Co. v. June 
Manufacturing Co., 163 U. S., 169; 75 O. G., 1703; 1896 C. D., 
687; Yale & Towne Manufacturing Co. v. Ford, 203 Fed., 707, 
710; [ Reporter, vol. 3. p. 205]; Scriven v. Towles Manufactur- 
ing Co., 32 App. D. C., 321, 323; 140 O. G., 510; 1909 C. D., 
310. 

The attempt at registration of the label is apparently an 
effort to prolong the monopoly of the patent. National Lock 
Washer Co. v. Hobbs Manufacturing Co., 210 Fed., 516, 518; 
[ Reporter, vol. 4, p. 137]; Bristol Co. v. Graham, 199 Fed., 412, 
414; [Reporter, Vol. 3, p. 9]. In the latter case the registered 
trade-mark for steel belt-lacing was as in this case, a cut of the 
patented article and a cut showing its application to the joint. 
The Court (circuit court of appeals of the eighth circuit) said: 

The defendant or anyone else having a right to make tne lacing, he 
had a right to describe it as it was described in the specification of the 
patent. In describing it he was not limited to words used by the natentee 
in telling what the patent was. He was entitled to describe it in the 
drawings. The registered trade-mark is nothing more than a pictorial 
description of the article made. It is a symbol showing how the lacing 


is applied. It is a part of the directions which the Bristol Company has 
always given as to the use of the article. 


The case of Holt Co. v. Wadsworth, 41 Fed., 34, cited by ap- 


pellant, is distinguishable from this case. It is unnecessary to 
inquire whether the proof shows that the pictorial representa- 
tion was used as a trade-mark for the ten years prior to regis 
tration and therefore capable of registration under the ten- 
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year clause. See Thaddeus Davids Co. v. Davids Manufactur- 
ing Co., 202 O. G., 952; 1914 C. D., 367; 233 U. S., 461; [Re- 
porter, vol. 4, p. 175]. 

We find no error in the decision appealed from and it is 
affirmed. 

The clerk will certify this decision to the Commissioner of 
Patents as required by law. 


IK. AISERBRAUEREL BECK & Co. v. LIEBMANN’S SONS BREWING Co. 
(214 O. G., 1320.) 


March 1, 1915. 





TRADE-M ARKS—OpposITioN—“‘CONELICTING MARKS.” 
The marks “Imperator” and “Kaiser” were held not to be so 
similar as to be likely to cause confusion in trade. 
For the decision of the Commissioner of Patents from which 
the appeal was taken, see Reporter, Vol. 4, p. 453. Affirmed. 


C. P. Goepel for the appellant. 
I’. G. Henderson for the appellee. 


VAN OrspEL, ].—Appellant appeals from the decision of the 
commissioner of patents dismissing its opposition to the regis- 
tration by appellee of the word “Imperator” as a trade-mark 
for beer. 

The opposition is based upon the alleged prior use by ap- 
pellant of the word “Kaiser” as a trade-mark for beer. The 
ground of opposition is that the marks are so similar as to be 
likely to cause confusion in trade. While it is true that a motion 


alte ALT 


to dismiss should only be sustained, and the party prevented from 
taking testimony in support of his notice of opposition, in a clear 
case in which no reasonable probability exists that the conclusion 
would be affected by the evidence, we have no doubt in this case. 
The words have a philological connection, but no similarity in 
appearance and, to the average person, no such meaning or as- 
sociation as would cause one to be mistaken for the other. 
Whether two marks are so similar as to be likely to create con- 
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fusion, is best determined by observation. As was said in 
Liggett & Myers Tobacco Co. v. Finser, 128 U. S., 182: 


The judgment of the eye upon the two is more satisfactory than evi- 
dence from any other source as to the possibility of parties being mis- 
led so as to take one tobacco for another. * * * Seeing in such case 
is believing; existing differences being at once perceived and remaining 
on the mind of the observer. 


The decision of the commissioner of patents is affirmed, 
and the clerk is directed to certify these proceedings as by law 
required. 


ALASKA PACKERS ASSOCIATION v. ADMIRALTY TRADING Com- 


PANY. 
(214 O. G., 1025.) 
February 1, 1915 


TRADE- MARKS—OPPOSITION. 

In opposition proceedings, it was established that the opponent 
had used several trade-marks containing pictures of flags and that 
the representation of a flag in the applicant’s mark differed from those 
in the opponent’s marks as much as the latter did from each other. 
The opposition was dismissed, on the groun/ that the opponent was 
estopped from alleging confusion of the public by the use of the ap- 
plicant’s mark 

Appeal from a decision of the commissioner of patents. 
Affirmed. 


G. W. Ramsey, Melville Church, F. M. Phelps, Alex Britton 
and Evans Browne for the appellant. 
E. T. Fenwick and L. L. Morrill for the appellee. 


Ross, J.—Appeal from a decision of the commissioner of 
patents in a trade-mark opposition proceeding sustaining the ap- 
plicant’s (appellee here) motion to dismiss the opposition. 

The mark of the applicant consists of the representation of 
a flag— 
having a blue background with a horizontally arranged white stripe with 
three white stars, 
together with the red monogram “A. T. Co.” This mark is 
used on canned salmon. In its notice of opposition appellant 
alleges the ownership and use on canned salmon of the follow- 
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ing marks: a mark consisting of a flag with bottom, top and end 
triangular panels, and a central circular portion bearing the letter 
“C,” the flag being accompanied by the words “The Coleman 
Flag,” this mark being known as the “Coleman Flag Brand” ; 
a mark consisting of the representation of — 

a red flag having a blue diamond imposed upon its central portion, with 


the letter “H” within the diamond, said brand being known as “Hume's 
Flag Brand”; 


of another mark— 


as a brand for canned salmon the representation of a tlag, with its free 
portion wound around the flagstaff, said flag being colored red and black, 
and having the letter “A” imposed upon the body of the flag, said brand 
being known as “Ensign Brand”; 


of another mark consisting of two eccentric circles bearing be- 
tween the same the name and address of the appellant and within 
the circle a flag having two triangular red fields and a triangular 
black field, the fields being surrounded by a blue stripe with the 
letter “A” being arranged upon the black triangle; of still an- 
other fish-tail flag. 


The examiner of interferences held that there was nothing 
in common between the marks used by the appellant and that 
of the applicant but the body of the flag broadly, and concluded: 


It is not believed that persons using any degree of care whatever 
would confuse the mark of the applicant with any of the several marks 
of the opposer, and inasmuch as this is the only question which the 
case presents, no necessity exists for the taking of proofs. 


His decision was affirmed by the commissioner. 

Since appellant has itself used the several different flags 
above described, in the sale of different brands of its goods, 
it is hardly in a position here to contend that the mark of the 
applicant will be likely to cause confusion in trade, since that 
mark differs from each of its marks as much as they differ from 
one another. In other words, having sold these different 
brands of salmon under as many different flags, appellant is here 
estopped to contend that it will be damaged by the registration 
of applicant’s mark, and, having no standing to be heard, its 
petition was rightly dismissed. With the dismissal of the op- 
position the question whether applicant's mark should be regis- 
tered becomes one for the determination of the patent office 
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and not for this court. We therefore express no opinion upon 
that question. 


COMMISSIONER OF PATENTS 


What may be a Trade-Mark 


The Candee Rubber Company applied for registration ot 
a trade-mark for rubber boots and shoes, consisting of a narrow 
embossed band on the upper margin of the boot or shoe, affixed 
thereto by cementing, impressing or embossing. 

The Hood Rubber Company applied to register as a trade- 
mark a gray band encircling the top of the boot. The B. F. 
Goodrich Company applied to register a red band similarly 
placed. On motions to dissolve the interferences, on the ground 
that the former mark was not entitled to registration because it 
was not a trade-mark but a feature of construction or ornament ; 
also that it had become public property upon the expiration of 
certain patents covering the construction of the band, the com- 
missioner holds that the mark in question is bad as a trade-mark, 
whether included in the patented construction or not. It is used 
to strengthen and ornament the edge of the shoe and is a mere 
structural feature of the goods. Furthermore, the claim is too 
broad ‘under the decision of the United States supreme court in 
the case of A. Leschen & Sons Rope Co. v. Broderick & Bas- 
com Rope Co., 201 U. S., 166. (*) 

THomaAs EwInc, 
Commissioner of Patents. 


Evidence of Use. 


Opposition to the registration of the trade-mark “Rex” for 
wheat flour based on claim of prior use of the mark by the 
opponent. The mark had been in use by the applicant, 
the Royal Milling Co., since April, 1893. The question 
is whether the evidence of prior use submitted by the oppon- 
ent is sufficient. It was claimed that the testimony 
of the opponent’s witnesses was indefinite and uncertain. Six 


(1) L. Candee & Co. v. Hood Rubber Co., 116 Ms. Dec., 367. 
L. Candee & Co. v. B. F. Goodrich Co., 116 Ms. Dec., 360. 
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employees and officers of the corporation, however, testified to 
their employment by the opponent during periods running back 
prior to 1893 and to the use of the mark by the opponent during 
such employment. Some slight documentary evidence was ad- 
duced to support the claim. Held that the proof was sufficient. 


“It would be dangerous to trade-mark owners to require better 
proof than has been produced by the Imbs Milling Co. in this case, to 
establish ownership of their’ trade-mark. Commercial concerns are 
notoriously careless in their attention to legal matters and naturally so 
since their business and efforts are directed to commercial matters rather 
than to legal ones, and to require documentary proof of the use of 
trade-marks by commercial concerns would probably work great hard- 
ship on trade-mark owners.” 


The fact that the mark was used originally on flour from soft 
wheat and later on flour made from hard wheat, involves no 
interruption of the right to the trade-mark. The change from 
hard wheat to soft wheat in the manufacture of flour has simply 


come about with the progress of the industry during recent years. 
+*) 


J. T. Newron, 


First Asst. Comm. 
Collective Marks. 


Application was made by the Brockton, Mass. chamber of 
commerce, to register a trade-mark, comprising three overlapping 
circles, the upper circle having in it the letter “B” and each of the 
lower circles, the letter “C,” for boots and shoes. The applica- 
tion was refused on the ground that there is no authority for 
registering what are known as collective or community marks. 


It appears that the applicant, the Brockton Chamber of Com- 
merce, Inc., is regularly incorporated under the Massachusetts 
statute, that members or firms belonging to it either make or sell 
shoes having this mark thereon, but that the Brockton Chamber of 
Commerce, Inc., neither makes the boots nor sells shoes, its ob- 
ject being to preserve the high reputation already acquired for 
the shoes manufactured at Brockton. Hence the mark is used 
under its supervision. No individual member of the association 
had authority to use the mark indiscriminately and independently, 


(1) F. J. Imbs Milling Co. v. Royal Milling Co., 116 Ms. Dec., 428 
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but must comply with the regulations of the association, the prime 
requisites being that the shoes must be made at Brockton, and 
must come up to a certain standard of excellence. 

The question raised by the case, viz., whether or not an 
association or corporation which is neither a manufacturer nor 
trader and which is not engaged in commerce can be an owner 
of a trade-mark, is not a new one. A similar state of facts 
existed in the case of Carson v. Ury, et al., 49 O. G., 411, where 
the Cigar Makers’ Union, an unincorporated association, at- 
tempted to appropriate a mark and maintain a high standard of 
workmanship for the goods put out by the individual members 
of the association, and while a demurrer to the bill charging in- 
fringement was overruled, Judge Thayer holding that equitable 
relief might be granted to the Union, he distinctly held that such 
a mark was not a technical trade-mark. 

3roome on Trade-Marks, third edition, para. 54, says: 


“Unless a person be a trader, that is, unless he or she be engaged in 
commercial pursuits of some kind, a title to a trade-mark cannot be 
acquired.” (See also para, 284, and Paul on Trade-Marks, para. 1 and 
85.) 


In McVey, et al. v. Brindel, 22 Atl., 913, the supreme court 
of Philadelphia held in effect that the Cigar Makers Union is 
neither a trader within the meaning of the common law, nor 
within the purview of the trade-mark law, and not being a 
trader in any sense, it could have no distinctive trade-mark, and 
registration under such circumstances was unauthorized by the 
act of congress. 


In Weener, et al. v. Brayton, 53 O. G. 275, following the 
Cigar Makers Union v. Conheim, 41 N. W., 943, the supreme 
judicial court of Massachusetts held in effect that the Cigar 
Makers Union, in that it did not indicate by what member or 
persons the cigars were made, but only that they were made by 
one of the local unions, could not acquire a trade-mark inasmuch 
as it was not a manufacturer of or dealer in the cigars on 
which such label was used. 

The trade-mark statute enacted in 1905 provides only for 
the registration of a mark by the “owner” thereof and, as the 
statute is generally interpreted, provides only for the registration 
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of a technical trade-mark, unless the mark comes within the 
provision of the ten-year clause thereof, and if the Brockton 
Chamber of Commerce, Inc., does not itself manufacture the 
goods or is not a trader or dealer as those terms are understuod 
in trade-mark law, then it cannot own a trade-mark. (See also 
Strawn v. Ontario-Cucamonga Fruit E.vchange, 184 O. G., 551.) 
Applicant's brief very exhaustively discusses the point as 
to whether or not an “association” may ever register a trade 
mark. That does not seem to be the point in the case. If the 
association owns the goods and engages in interstate or inter 
national commerce, | am not prepared to say but that it might 
register a mark just as an individual, since the present trade 
mark statutes provide for the registration of trade-marks by an 
association, but where such association neither produces the goods 
nor trades in them, then it cannot be the owner of any technical 
mark, and for that reason, cannot register the same. (*) 
J. T. Newron, 
First Asst. Comm. 


Conflicting Marks. 


Opposition to the registration as a trade-mark for bread, 
the words “Golden-Krust,” the legs of the “K’’ being extended to 
underline the words. The opponent previously used the mark 
“Butter-Krust,” the legs of the “K” being extended in the same 
way, to underline the words. The goods are the same and the 
only question is similarity of the marks. 

There is no reason for applicant to begin his word “Krust” 
with a “K” unless to imitate opponent’s mark. Furthermore, he 
has continued the legs of the letter “K’ one to the right and 
the other to the left in a manner very unusual and very similar to 
opponent's mark. These facts, together with the decisions in 
A. F. Pike Mfg. Co. v. Cleveland Stone Co., et al., 35 Fed. Rep., 
896, holding “Black Diamond” too near like “Diamond Gem” ; 
H. K. Fairbank Co. v. Luckel, King & Cake Soap Co., 102 Fed. 
Rep., 327, holding “Gold Dust” too near like “Gold Drop”; in re 
Hawkins, N. Z. L. R., 688, holding “Red Cross” and “\White 
Cross” too near alike; National Water Co. v. O'Connell, et al., 


(1) Ex parte Brockton Chamber of Commerce, Inc., 116 Ms. Dec., 265 
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159 Fed. Rep., 1001; 161 Fed. Rep., 545, holding “White Rock” 
too near “High Rock’; National Water Co. v. Herts, 177 Fed. 
Rep., 607, holding “White Rock” too near “Beacon Rock”; 
Western Grocer Co. v. Caffereli, 108 S. W., 413, holding 
“Georgia Coon” too near “New Koon,” etc., leaves the question 
of similarity of “Golden-Krust” and “Butter-Krust” too uncer- 
tain for this opposition to be summarily dismissed on motion, 
especially in view of the uniform holding of the office and of the 
court of appea!s that in contested cases doubt as to similarity 
should be resolved in favor of the prior user and as against 
the subsequent applicant. (1) 
J. T. Newron, 


First Asst. Comm. 


The Aeolian Co. registered the trade-mark ‘“Choralion” for 
reed wind instruments. There was no question of priority of 
use and no evidence of confusion. Upon an application to regis 
ter the word “Choraltone” for pianos and piano players, it was 
held that the trade-marks were sufficiently like to cause con- 
fusion and that the goods were too close to obviate the likelihood 
of such confusion. The opposition was therefore sustained. (7) 

J. T. Newron, 
First Asst. Comm. 


The name “Purple Cross” and the picture of a maltese cross 
in purple, for flour should not be rejected because of the prior 
registration of a maltese cross with a blue border, when many 
other registrations of a cross, for flour, show that the use of the 
symbol is not new in that field. 

The mark shou'd be passed for publication and registered 
- unless opposed. (*) 


Same Description of Goods. 


Priority in a trade-mark upon salted nuts and nut products 
confers no right to prevent use of the mark by another upon 
chocolate confections, each of which contains a nut core. Where 


“se 


(1) Schulze Baking Co. v. Ralph L. Nafzinger, 116 Ms. Dec., 224 
(2) Aeolian Co. y. Kindler & Collins, 116 Ms. Dec., 342. 
(3) Ex parte Federal Milling Co., 115 Ms. Dec., 353 
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one party used the trade-mark in question on salted nuts as early 
as 1895, and after 1899, upon caramels, peanut bars, stuffed dates, 
etc., another party, who began to use the mark upon chocolate 
confections prior to 1899, has superior rights in the use of the 
mark upon those goods. 

[t cannot be held that caramels, peanut bars and stuffed dates 
are a natural expansion of a business in nuts and nut meats, or 
that nuts or nut meats are goods of the same descriptive char- 
acter as caramels, peanut bars or stuffed dates. It would require 
different machinery and different plants to make salted nuts or 
even stuffed dates, from what would be required to make candy. 
(1) 

J. T. NEwron, 
First Asst. Comm. 


A trade-mark for cocoa and milk chocolate, a representation 
of a child holding a pitcher in both hands, the pitcher being sur- 
rounded by other vessels, was refused on a registered mark for 
coffee only, showing a child holding a coffee pot and occupying 
the center of what appears to be a seal. 

In Walter Baker & Co., Ltd. v. Harrison, 138 O. G., 770, 
32 App. D. C., 272, coffee and cocoa were held to be goods of the 
same descriptive character and in Stollwerck Bros. Inc. v. Hoff- 
man, 184 O. G., 804, it was held that sweetened chocolate and 
candies were not goods of the same descriptive properties as 
coffee. Milk chocolate such as applicant seems to put up is 
stated on the labels to be a confection for eating only. It is a 
question, therefore, whether applicant’s mark would produce con- 
fusion when used on applicant’s goods. It is thought best to ad- 
vance the case to publication and if no opposition develops, the 
mark may be registered. (7) 

J. T. NEwron, 
First Asst. Comm. 


Opposition to an application to register the word “Eagle” 
for ice cream cones. Upon motion to dismiss the opposition, it 
was held that it was not clear that there would be no confusion 


(1) Powell’s v. The Squirrel Brand Company, 116 Ms. Dec., 323. 
(2) Ex parte Runkel Bros., Inc., 116 Ms. Dec., 263. 
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between the applicant’s goods and the milk food products of the 
opponent, since ice cream cones are used only to hold ice cream 
and the mark cannot be conveniently applied to ice cream, so 
served, except by applying it to the cone. As actual confusion 
was alleged, it was improper to dismiss the opposition. (7) 
J. T. NeEwron, 
First Asst. Comm. 


Proper Name. 


The word “Mayo” with the stem of the “y” extended laterally 
under the “‘o” is not distinctively displayed; but as the mark is 
shown in the specimens upon an ornamental panel, if the applicant 
will amend the drawing to include the panel, it is held that the 
mark may be registered. (7) 

J. T. NEwron, 
First Asst. Comm. 
Disclaimer—Form. 


The words “Jo-Lo,” “Snow-White” for a powder to be used 
in icing meringue, kisses, marshmallows, macaroons, charlotte 
ruses, etc., are not registrable as a whole. The word “Snow- 
White” is descriptive and should be disclaimed “when discon- 
nected from the arbitrary part of the mark.” The word “Jo- 
Lo” is arbitrary and registrable. (*) 

J. T. Newron, 
First Asst. Comm. 


Renewal. 


A renewal must be made by the registrant, its legal repre- 
sentative or transferee of record in the patent office. When the 
patent office records do not show that the applicant is the owner of 
the prior registration, the petition for renewal must be denied. 
se, 

R. F. WHITEHEAD, 
Asst. Comm. 


(1) Borden’s Condensed MilkCo. v. Eagle Mfg. Co., 116 Ms. Dec., 360 
(2) Ex parte Mayo Mills, 116 Ms. Dec., 327. 

(3) Ex parte Joseph Lowe Co., 116 Ms. Dec., 393. 

(4) Ex parte Helmers, Bettman & Co., 115 Ms. Dec., 319. 
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